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Introduction

This Guide “Geographical indications and TRIPs: 10 Years Later... A roadmap
for EU GI holders to get protection in other WTO Members” is divided into two
parts.

e A first part consisting of three major chapters, with the objective of
providing general information on the protection of Gls internationally, as
well as a summary of some of the problems faced in seeking this
protection.

e A second part containing 160 country review-tables setting out the main
requirements for getting protection in these countries.

The first section of Part | is an introduction to the protection of geographical
indications in international law. This section explains the provisions of relevant
international treaties and, in particular, the TRIPs Agreement. It also examines
the role that EU bilateral agreements have for the protection of Gls.

The second section contains some examples of difficulties encountered by EU
producers of products with Protected Designations of Origin and Protected
Geographical Indications in protecting their names outside the EU.

The final section of the Guide provides recommendations and suggestions to all
producers of products with PDO and PGI signs in obtaining protection of their
names outside the EU.

Part 1l of the Guide contains specific information on the protection of
geographical indications in almost 160 countries of the world and not only the
WTO Members as indicated in the title of the Guide.
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I. Protection of Geographical Indications in International Law

1. What are geographical indications?

Geographical indications (Gls) are signs (most usually proper names) which
identify a good as originating in the territory of a particular country, or a region or
locality in that country, where a given quality, reputation or other characteristic of
the good is essentially attributable to its geographical origin. It is a separate type
of intellectual property.

From this definition it can be deduced that Gls are, first of all, signs and
indications, necessarily linked to a particular territory. These are mostly
geographical names (such as Parma, Manchego, Roquefort, etc.). Traditional
and historical non-geographical names can nevertheless be protected if they are
linked to a particular place. The most famous example of such a Gl is “Feta”,
which is not a place in Greece but is so closely connected to Greece as to
identify a typical Greek product.

There are three major conditions for the recognition of a sign as a geographical
indication:

e it must relate to a good (although in some countries services are also
included, for example in Azerbaijan, Bahrain, Croatia, Jamaica, Saint
Lucia, Singapore and others);

e these goods must originate from a defined area;

e the goods must have qualities, reputations or other characteristics which
are clearly linked to the geographical origin of goods.

Any sign, even geographical, may not be considered as a geographical indication
if it does not fulfil these three conditions.

The main function of Gls is to identify the origin of goods. They point to a specific
place or region of production that confers particular characteristics and qualities
on the product. It is important to emphasize that the product derives its qualities
and reputation from the place of origin. These signs can acquire a high reputation
and commercial value and, for these reasons, may be exposed to
misappropriation, misuse and counterfeiting. This is why it is generally
recognised that these signs need to be protected.

Gls are given different names such as appellations of origin, designations of
origin, origin signs, etc., in different national laws. In this Guide these names are
as indicated in that national law (or official translation of the legal documents into
English) without change.
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2. The protection of geographical indications in international law

Originally, Gls were protected in accordance with national laws developed
locally. As the law was national it was limited in effect to the state territory. It
became quickly apparent, once commerce expanded in the 19™ century, that
national protection was not sufficient as products were often imitated outside of
the country of origin. Therefore, international cooperation was required to ensure
that Gls were also protected internationally and that there was mutual reciprocity
in the level of protection between states.

2.1. International Treaties Relevant for Protection of Geographical
Indications

The first efforts to adopt a common approach to intellectual property resulted in
the Paris Convention on the Protection of Intellectual Property* which was
adopted in 1883. The Convention concerned all aspects of intellectual property
and not just geographical indications.

A) The 1883 Paris Convention on Intellectual Property

The Paris Convention was the first multilateral agreement, which included
“indications of source or appellations of origin” as objects of protection. Article
1(2) of the Paris Convention states:

“The protection of industrial property has as its object patents, utility
models, industrial designs, trademarks, service marks, trade names,
indications of source or appellation of origin, and the repression of
unfair competition”.

The Paris Convention identifies geographical indications as a separate
intellectual property right, but does not clearly define this concept.

Article 10(1) of the Paris Convention provides for the certain remedies in respect
unlawful use of indications of source on goods, meaning that no indication of
source may be used if it refers to a geographical area from which the products in
guestion do not originate.

! The Paris Convention for the protection of industrial property was agreed in 1883 and
complemented by the Madrid Protocol of 1891. It was revised at Brussels (1900), Washington
(1911), The Hague (1925), London (1934), Lisbon (1958), and Stockholm (1967), and amended
in 1979. As of 1 October 2006 the Paris Convention had 169 signatory states. See on
http://www.wipo.org, “Treaties”, “Intellectual Property Protection Treaties”, “Paris Convention”.
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Article 10 of the Paris Convention does mention appellations of origin expressly.
However, they are covered by the term “indications of source” as all appellations
of origin are considered to be indications of the source of goods.

Article 11bis of the Convention gives the basis for protection against misleading
indications of source, including appellations of origin. It obliges members to
provide protection against unfair competition and contains a non-exhaustive list
of acts, which are to be prohibited. The Paris Convention does not provide for
any special remedies against infringement of this provision.

Paris Convention in Article 19 allows the parties “to make ... between themselves
special agreements for the protection of industrial property”. Two such
agreements of relevance to Gls were duly made. These are the 1891 Madrid
Agreement? and the 1958 Lisbon Agreement.?

B) The 1891 Madrid Agreement on indications of source

The Madrid Agreement for the Repression of False or Deceptive Indications of
Source of Goods is specific to indications of source.

Article 1(1) of the Madrid Agreement provides that:

"(A)Il goods bearing a false or deceptive indication by which one of
the countries to which this Agreement applies, or a place situated
therein, is directly or indirectly indicated as being the country or
place of origin shall be seized on importation into any of the said
countries."

The Madrid Agreement was the first multilateral agreement to provide specific
rules for the repression of false and deceptive indications of source.

The Madrid Agreement did not add much to the protection already given by the
Paris Convention, but it extended protection to deceptive indications of source in

% The Madrid Agreement for the Repression of False or Deceptive Indications of Source of Goods
was adopted in 1891 and revised at Washington (1911), The Hague (1925), London (1934), and
Lisbon (1958). It was supplemented by the Additional Act of Stockholm (1967), and had a
membership of 34 signatory states as of 1 September 2006. In the last 20 years (1982-2002) only
five new states became party to the treaty: Czech Republic (1993), Republic of Moldova (2001),
Slovakia (1993), Yugoslavia (2000) and Iran (2004). See on http://www.wipo.org, “Treaties”,
“Intellectual Property Protection Treaties”, “Madrid Agreement”.

% This Agreement for the Protection of Appellation of Origin and their International registration
was concluded in Lisbon on 31 October 1958. It was revised in Stockholm in 1967 and amended
in 1979. Any member of the Paris Convention may accede to the treaty. As of 1 September 2006,
there were 25 states party to the Agreement. See on http://www.wipo.org, “Treaties”, “Intellectual
Property Protection Treaties”, “Lisbon Agreement”.
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addition to false indications. A deceptive indication of source can be the true
name of the place where the good originates from, but nevertheless confusing
the purchaser in respect to the true origin and quality of the good.

C) The 1958 Lisbon Agreement

The aim of the Lisbon Agreement for the Protection of Appellations of Origin was
to provide for the protection of appellations of origin, that is,

"The geographical name of a country, region, or locality, which
serves to designate a product originating therein, the quality and
characteristics of which are due exclusively or essentially to the

geographic environment, including natural and human factors".*

The Lisbon Agreement provided a proper definition of appellation of origin and
extended protection to:

“any usurpation or imitation, even if the true origin of the product is
indicated or if the appellation is used in translated form or
accompanied by terms such as “kind”, “type”, “make”, “imitation” or
the like”.®

There are two basic requirements for an appellation of origin to be protected, in
accordance with the terms of this Agreement:

¢ the appellation of origin should be protected in its country of origin, and
¢ the appellation of origin should be registered in the International Register
of WIPO.®

According to the Agreement, countries are free to adopt their own system for
designating appellations, either by judicial or administrative decision, or both.
Once registered, a geographical indication is protected in other Member states.

Contracting Parties have to protect the appellation of origin to which international
protection was requested, except if a Contracting Party declares, within a period
of one year, that it cannot ensure the protection for a certain application. There
are no specified grounds for refusal to names in the Agreement.

The duration of the protection given by international registration is coterminous
with the protection as an appellation of origin in the country of origin. There is,
therefore, no requirement for international renewal.

* Article 2 of the Agreement.
® Article 6 of the Agreement.
® See on http://www.wipo.org, “International Register”.
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There are at the moment 25 signatories of the Lisbon Agreement,” with 6 EU
Member States, namely France and Portugal (from 25 September 1966),
Hungary (from 23 March 1967), Italy (from 29 December 1968), Slovakia and
Czech Republic (from 1 January 1993).® That means that appellations of origin
from these EC countries registered in the International Register of WIPO are
protected in all countries, parties to the Lisbon Agreement.

D) The 1891 Madrid Agreement Concerning the International Registration of
Marks

In some countries geographical indications could be only protected as
trademarks. Therefore, the Madrid system for the International Registration of
Marks as collective marks, certification marks or guarantee marks is of relevance
to the protection of Gls.? This means that an international registration system for
trademarks, established by the Madrid Agreement of 1891 and the Protocol
relating to the Madrid Agreement Concerning the International Registration of
Marks of 1989, can also serve as a means of protection of Gls internationally.
However, this system can only be used by those countries that protect
geographical indications via a certification trademark regime and do not have
specific (sui generis) rules on the protection of geographical indications.

The Madrid system comprises two treaties: the Madrid Agreement Concerning
the International Registration of Marks, which dates from 1891, and the
Protocol Relating to the Madrid Agreement of 1989.2 The Madrid system of
international registration of marks is applicable among the countries party to the
Madrid Agreement or the Madrid Protocol.’® This system gives a trademark
owner the possibility of having his mark protected in several countries by simply
filing one application with a single Trademark Office, in one language, with one
set of fees in one currency.

" Algeria, Bulgaria, Burkina Faso, Congo, Costa Rica, Cuba, France, Gabon, Georgia, Haiti,
Hungary, Iran, Israel, Italy, Mexico, Nicaragua, Peru, Portugal, Moldova, Serbia and Montenegro,
Slovakia, Czech Republic, Togo, Democratic People’s Republic of Korea (North), Tunisia. The list
of the countries with intellectual property offices contacts is available on
http://www.wipo.int/lisbon/en/members/pdf/contacts.pdf.

® This information is provided in all fishes of the Part Il of the Guide.

° For this reason, a reference to the Madrid Agreement and Protocol is also provided in the fishes
of the Part Il of the Guide.

1 The Madrid Protocol Relating to the Madrid Agreement Concerning the International
Registration of Marks as signed at Madrid on June 28, 1989, see on http://www.wipo.org/,
“Agreements”.

' The full name of the system of treaties is “Madrid Agreement Concerning the International
Registration of Marks of April 14, 1891 (as revised at Brussels on December 14, 1900, at
Washington on June 2, 1911, at The Hague on November 6, 1925, at London on June 2, 1934, at
Nice on June 15, 1957, and at Stockholm on July 14, 1967)". The Protocol entered into force on
December 1, 1995 and became operative on April 1, 1996.

' The Protocol entered into force on 1 December 1995 and became operative on 1 April 1996.

¥ As of 1 September 2006 there are 56 countries Parties to the Agreement and 68 to the
Protocol.
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According to the Protocol, an international registration produces the same effects
as an application for registration of the mark made in each of the countries
designated by the applicant. If protection is not refused by the Trademark Office
of a designated country within a specified period (12 or 18 months), the
protection of the mark is the same as if it had been registered by that Office. The
Madrid system simplifies greatly the subsequent management of the mark, since
it is possible to record subsequent changes (such as a change in ownership or a
change in the name or address of the holder) or to renew the registration through
a simple single procedural step with the International Bureau of WIPO.

E) The WTO Agreement on Trade-Related Aspects of Intellectual Property
Rights

A specific Section of the World Trade Oganisation Agreement on Trade-Related
Aspects of Intellectual Property Rights is dedicated to geographical indications.™*
It is the first multilateral treaty dealing with geographical indications as such.

Article 22 of the TRIPs Agreement provides a definition of geographical
indications. They are:

“... indications which identify a good as originating in the territory of
a Member, or a region or locality in that territory, where a given
quality, reputation or other characteristic of the good is essentially
attributable to its geographical origin”.

This definition expands the concept of appellation of origin contained in Article 2
of the Lisbon Agreement to protect goods which merely derive a reputation from
their place of origin without possessing a given quality or other characteristics
which are due to that place.

To be protected a geographical indication needs to be “an indication”, but not
necessarily the name of a geographical place.

The TRIPs Agreement contains three distinctions in the level of protection:

1) for geographical indications related to all products,
2) for wines and spirits, and
3) for wines only.

A minimum standard of protection for all geographical indications, whatever the
nature of the good to which it is applied, is established by Article 22 of the TRIPs
Agreement. The scope of protection is limited to the prohibition of the use of

* For this reason, each fish of the Part Il of the Guide indicates whether a country a WTO
Member or not.
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geographical indications by producers not located in the region designated by the
particular geographical indication.

The additional protection for both wines and spirits includes three elements:

e the provision of the legal means for interested parties to prevent the use of
a geographical indication identifying wines and spirits, not originating in
the place indicated by the geographical indication;

e the possibility to refuse or invalidate the registration of a trademark for
wines or spirits which contains or consists of a geographical indication
identifying wines or spirits at the request of an interested party;

e the call for future negotiations aimed at increasing protection for individual
geographical indications for wines and spirits.

An ‘“extra-additional” protection by the TRIPs Agreement for wines only
emphasizes the need to accord protection for each geographical indication for
wines in the case of homonymous indications and the establishment of a
multilateral system of notification and registration of geographical indications for
wines eligible for protection in the jurisdictions of those WTO Members
participating in the system.

2.2. Protection of geographical indications in Plurilateral and Regional
Agreements

A) The African Intellectual Property Organisation (OAPI) Agreement

Some plurilateral or regional agreements are also relevant to the protection of
Gls. The best example is the OAPI Agreement. The African Intellectual Property
Organisation (OAPI) Agreement was signed in Bangui on 2 March 1977,
replacing the first Agreement signed at Libreville on 13 September 1962, which
established African Intellectual Property Organisation. The OAPI or Bangui
Agreement, was revised in 1999 and entered into force in February 2002.*

Benin, Burkina Faso, Cameroon, the Central Africa, Chad, Congo, Cote d’'lvoire,
Gabon, Guinea, Guinea Bissau, Equatorial Guinea, Mali, Mauritania, Niger,
Senegal and Togo are Parties to the OAPI Agreement, which embodies the
national laws of the Member States of the African Intellectual Property
Organisation and, therefore, applies directly in each Member State. All the
Member States of the OAPI are party to both the Paris Convention and TRIPs
Agreement. Burkina Faso, Congo, Gabon and Togo are also Parties to the Lisbon
Agreement.

> sSee also information about African Intellectual Property Organisation on

http://www.oapi.wipo.net/. The headquarter of the OAPI is in Yaounde, Cameroon.
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In addition, it has become common to incorporate provisions for the protection of
Gls in free trade agreements. Examples include the North America Free Trade
Agreement between United States, Canada and Mexico (1992), the Free Trade
Agreement between Mexico and Chile (1998), the Free Trade Agreement
between the United States and Jordan (2001), between Bolivia and Mexico
(1994), between Canada and Chile (1996), between the EU and Mexico (1995),
between EU and South Africa, between Canada and Chile (2001) and between
EU and Chile (2002). The EU bilateral agreements protecting Gls are examined
in the next section.

B) The Banjul Protocol on Marks the African Regional Intellectual Property

The African Regional Intellectual Property Organization was established by the
Lusaka Agreement, adopted in Lusaka, Zambia in December 1976.° The
purpose of ARIPO was to consolidate the resources of its member countries
(English speaking African countries) in industrial property matters in order to
avoid duplication of work.

The Banjul Protocol on Marks,"” which was adopted by the Administrative
Council in 1993, establishes a trademark filing system. Under the Banjul Protocol
an applicant may file a single application either at one of the contracting states or
directly with the ARIPO Office and designate states where protection of the mark
is sought.

The Protocol came into force on 6 March 1997 for Malawi, Swaziland and
Zimbabwe. Lesotho and Tanzania joined the Protocol in 1999. It is expected that
other ARIPO member states will ratify or accede to the Protocol in the near
future.'® States currently party to the Banjul Protocol are: Botswana, Lesotho,
Malawi, Namibia, Swaziland, Tanzania, Uganda and Zimbabwe (Total: 8 states).

Since 1997 the Protocol has been extensively revised in order to make it
compatible with the TRIPS Agreement and the Trademark Law Treaty, as well as
make it more user-friendly.

2.3. Bilateral agreements concluded by the EC for the protection of
Geographical Indications

'® For more information on the ARIPO consult http://www.aripo.org.

" The text of the Banjul Agreement can be down loaded from
http://www.aripo.org/Documents/Protocols/banjul_protocol.pdf.

'® At present there are 16 ARIPO Member States: Botswana, Gambia, Ghana, Kenya, Lesotho,
Malawi, Mozambique, Namibia, Sierra Leone, Somalia, Sudan, Swaziland, Tanzania, Uganda,
Zambia and Zimbabwe.
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2.3.1. EC — Australia Wine Agreement

The EC — Australia Agreement on Trade in Wine is one of the earliest examples
of bilateral agreements concluded between the European Community and
another country for the protection of geographical indications. The Agreement
was signed in Brussels and Canberra on 25 and 31 January 1994 respectively.*

The EC — Australia Agreement provides a definition of geographical indications°
and limits the scope of the protection to names specified in Annex Il to the
Agreement. An important condition for the protection under Agreement is the
recognition of geographical indications under the laws of the contracting parties.
In addition, the Agreement contains provisions relating to the mutual recognition
of traditional expressions.

2.3.2. EC — Canada Agreement

An Agreement between Canada and the European Community on trade in wines
and spirit drinks was signed on 16 September 2003.%

The structure of the EC — Canada Agreement is similar to the Agreement with
Australia. It was agreed to end the “generic” classification in Canada of 21
European wine names in three phases: by 31 December 2013 for Chablis,
Champagne, Port/Porto and Sherry; by 31 December 2008 for
Bourgogne/Burgundy, Rhin/Rhine, Sauterne/Sauternes; and immediately on
entry into force of the agreement for Bordeaux, Chianti, Claret, Madeira, Malaga,
Marsala, Medoc/Médoc, and Mosel/Moselle. An end to the “generic” status of
European spirits names Grappa, Ouzo, Jagertee/Jagertee/ Jagatee,
Korn/Kornbrand and Pacharan is phased out within 2 years from the entry into
force of the Agreement. In exchange, the EC will protect amongst other names
“Canadian Rye Whisky” as a distinctive product of Canada.”®

9 Agreement between the European Communities and Australia on trade in wine, OJ L 86, 31
March 1994, Agreement between the European Communities and Austria on trade in wine, OJ L
208, August 1, 2001, p. 46. The EC negotiated several different wine agreements with Eastern
European countries and South Africa, and the Australian one is being seen as a model for use in
the other negotiations.
? Article 2 of the EC - Australia Agreement provides: “An indication as specified in Annex II,
including an “Appellation of Origin”, which is recognized in the laws and regulation of a
Contracting Party for the purpose of the description and presentation of a wine originating in the
territory of a Contracting Party, or in a region or locality in that territory, where a given quality,
reputation or other characteristic of the wine is essentially attributable to its geographical origin”
L “Traditional expressions” are terms used traditionally to designate quality wines and refer to a
E)Zroduction or ageing method, a colour, or a quality etc.

Agreement between the European Community and Canada on trade in wines and spirit drinks,
OJ L 35, 2004.
% According to Article 41, the Agreement will enter into force on the first day of the second month
following the date on which the Contracting Parties have exchanged diplomatic notes confirming
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2.3.3. EC — Mexico Agreement

In 1997, Mexico and the EU signed an Agreement on Designations for Spirit
Drinks under which both parties agreed to grant protection to the denominations
of origin of certain spirits such as Tequila and Mezcal, Whisky, Grappa and
Cognac. The protected names are specified in the two Annexes to the
Agreement.?

2.3.4. EC — Chile Agreements

Section 6 of the 2002 Agreement Establishing an Association between the EC
and Chile refers to Annexes V and VI attached to the Agreement. These annexes
are the Agreement on Trade in Wine and the Agreement on Trade in Spirit Drinks
and Aromatised Drinks. Both of these Agreements contain provisions in relation
to geographical indications and specify the names for the protection in the
Appendixes.

2.3.5. EC — South Africa Agreements

In 1999, the EC and South Africa signed an Agreement on Trade, Development
and Cooperation.? In the Attachment to the Annex X of the Agreement on Trade,
Development and Cooperation the Republic of South Africa reconfirmed that the
names “port” and “sherry” will not be used for its exports to the European
Community. It agreed to phase out the use of the “port” and “sherry” names on all
export markets within 5 years, except in the case on non-SACU SADC
countries,”® where an 8-year phase-out period would apply. For the domestic
market, South Africa may use names “port” and “sherry” during a 12-year
transitional period.

the completion of their respective procedures for the entry into force of this Agreement. As of May
2004 no exchange of the diplomatic notes has taken place.

24 Agreement between the European Community and the United Mexican States on the mutual
recognition and protection of designations for spirit drinks, OJ L 152, 11/06/1997 pp. 16-26.

> Agreement on Trade, Development and Cooperation between the European Community and its
Member States, of the one part, and the Republic of South Africa, of the other part; Council
Decision of 29 July 1999 concerning the provisional application of the Agreement on Trade,
Development and Cooperation between the European Community and its Member States, of the
one part, and the Republic of South Africa, of the other part, OJ L 311, 4 December 1999, p. 1.

% For the purpose of the Wines and Spirits Agreement, the South African domestic market is
defined to cover SACU (South African Customs Union, which includes Botswana, Lesotho,
Namibia, South Africa and Swaziland).
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Later in 2002, the EC and South Africa signed two specific agreements for the
protection of geographical indications for wines and spirits.?’

Under the Agreement for wines, geographical indications, including appellations
of origin, are granted better protection, for the EC, than at multilateral level under
the TRIPs agreement. The Parties agreed to mutually recognize oenological
practices on the basis of strict requirements such as health, consumer protection
and the preservation of good wine making practices.

The Agreement between the EC and South Africa on Trade in Spirits is very
similar to the Agreement on Trade in Wines. It contains a full list of geographical
indications for spirits that are protected in under the terms of the Agreement.

2.3.6. EC — US Wine Agreement

On 10 March 2006, the Agreement between the United States and the European
Community on Trade in Wine was signed. Since 1983, the EU has been
renewing short-term derogations allowing imports of US wines made using
practices not approved by the EU. The temporary nature of these derogations
created continuous uncertainty for US wine exporters.

The agreement provides for:

e recognition of each other’s existing current winemaking practices;

e a consultative process for accepting new winemaking practices;

¢ the United States limiting the use of certain semi-generic names in the US
market;

¢ the EU allowing under specified conditions for the use of certain regulated
terms on US wine exported to the EU;

e recognizing certain names of origin in each other’'s market;

e simplifying certification requirements for US wine exported to the EU.

The Agreement provides that the US will seek legislative changes to limit the use
of 16 semi-generic names (Annex Il to the Agreement: Burgundy, Chablis,
Champagne, Chianti, Claret, Haut Sauterne, Hock, Madeira, Malaga, Marsala,
Moselle, Port, Retsina, Rhine, Sauterne, Sherry and Tokay). The changes will
grandfather existing uses of these semi-generic names on non-European wine

2" Agreement between the European Community and the Republic of South Africa on Trade in
Wine, signed on 28 January 2002 (provisionally in force), Council Decision of 21 January 2002 on
the conclusion of an Agreement between the European Community and the Republic of South
Africa on Trade in Wine, OJ L 28, 30 January 2002, p. 3 and Agreement between the European
Community and the Republic of South Africa on Trade in Spirits, Council Decision of 21 January
2002 on the conclusion of an Agreement between the European Community and the Republic of
South Africa on Trade in Spirits, 2002/51/EC, OJ L 28, 30/01/2002, p. 112.
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but prohibit new brands from using these names on non-EU wine. The US will
notify the EC of the date when the change in legal status would come into effect.

The Agreement contains lists of nhames of quality wines produced in specified
regions from the EC and the US (Annex IV and V), which may be used as names
of origin for wine only to designate wine of the origin indicated by such a name
(Article 7 of the Agreement).

ll. Difficulties for European producers in protecting Gls outside
the European Union

The purpose of this Section is not to provide readers with an exhaustive list of
difficulties that EU GI producers might encounter in protecting their Gls in third
countries. Rather, it seeks to highlight some of the principal problems that EU Gl
producers have met over recent years.

European GI producers have been pushing for better protection of Gls at the
international level due to the increasing number of misappropriations they face
throughout the world. The abuse of EU Gls has a strong adverse economic
impact. The abuses limit access to certain markets and undermine consumer
loyalty. Moreover, the fight against these abuses is extremely costly. It is
interesting to note that, in practice, there is a clear link between the reputation of
the Gl product and the number of abuses: the more famous the GI product is, the
more misappropriations it faces, the more important the need for Gl protection is,
the more costly it becomes.

Most countries have a legal framework for the protection of Gls. However, the
legal instruments and the level of protection available vary considerably from one
country to another (see detailed reviews provided in Part Il of this Guide).

The first difficulty for EU producers is to understand what legal framework is
available in the country where protection is sought as well as the level of
protection that they will enjoy. This is an important first step as the level and
modalities of protection differ widely if the producers have to rely on unfair
competition and consumer protection acts, passing off actions, trademark laws or
a sui generis protection of Gls with or without registration.

Many EU GI producers have secured the protection of their name outside the
EU. Wine and sprits producers have done so mainly thanks to bilateral
agreements concluded between the EU and some countries®. These
agreements have brought positive results for EU producers, although some
problems remain for famous EU Gl wines which continue to face abuses in some
of these countries. These Gls still struggle to secure protection in many

*8 See examples provided in Section 2.3 of this Part.
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countries, as they are considered generic or semi-generic names, hence not
entitled to protection. The other EU Gls have not been protected via bilateral
agreement signed by the EU. As a result, the protection of these names outside
the EU has been left entirely in the hands of producers themselves.

1. Countries with sui generis system of protection of Gls

In countries where there is a sui generis system which provides for the
registration of Gls, EU producers do not encounter major difficulties. They
normally need to submit all required documents translated in the local language if
necessary. Often, producers must use a local agent to facilitate the registration.
The key issue for EU producers relates to the scope of protection offered. They
need to understand whether the protection covers names used in translation
and/or names used with expressions such as “like”, “style”, etc. They also need
to know if an ex officio procedure (a procedure by which governments take
responsibility on the enforcement of the Gl law) is available. If not, EU producers
will have to monitor the foreign market to detect possible abuses by operators
and take all necessary legal actions to assert their rights.

The difficulties arise when EU GI producers have to rely on unfair competition
and consumer protection acts, passing off actions or when they seek protection
via the registration of a trademark, collective mark or certification mark.

When protection is available via unfair competition and consumer protection acts,
the experience shows that European producers have had to spend a
considerable amount of money trying to fend off abuses on foreign markets. They
had to launch costly legal actions to seek protection of their GI. In such a case,
producers are often required to prove that their Gl is not a generic name and that
it has acquired distinctiveness. This can be done via consumer surveys which
are expensive and not always conclusive. It has also been very costly for EU Gl
producers to seek protection via passing-off actions. Experience shows that
securing protection in that context is a difficult, expensive and a largely uncertain
process.

2. Countries with trademark protection of Gls

The use of a trademark® regime has also proved very complicated, costly and
not always effective. Looking at the experience of EU GI producers, the following
main difficulties can be highlighted.

29 please note that in this section the term “trademark” covers also collective and certification
marks, except when one of these terms is specifically used.
O'CONNOR AND COMPANY
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2.1. Prior only trademark registrations

In some countries, European Gl producers are confronted with registered
trademarks which contain their GI names. Many EU producers of famous Gl
wines, spirits, cheeses, hams, etc have been confronted with such a situation.
According to the principle of “first in time, first in right” applicable to trademarks, it
is therefore not possible for EU producers to seek trademark registration of their
name as it is already legally owned by another private party.

In such a case, European producers have only two options. They can launch
proceedings to obtain the cancellation of the registered trademark. They can
enter into negotiation with the owner of the trademark in order to buy it. In both
cases, actions launched by EU GI producers have proved very costly and not
always 100% successful!

2.2. The use of the trademark

In most countries, trademarks are protected if they are registered. However, for
the protection to be effective, the trademark must be used on the market.

EU registered Gls are agricultural and food products. As a result, several EU
producers have not been able to export their products to third countries as the
markets are closed to imports of these products for sanitary or phytosanitary
reasons. These barriers to trade pose an important problem to producers when it
comes to securing protection of their GI name. Indeed, even if they register their
Gls as trademarks as a preventive measure, if they do not use the name on the
market, they face the prospect of a cancellation of the trademark for non-use.

2.3. The ability to register a geographical name

Most trademark laws, in general, prohibit the registration of a name with a
geographical meaning. Therefore, Gl names are often protected via a collective
or a certification mark when such legal concepts exist. When they are not
available, EU GI producers have often been forced to seek a limited protection -
for their logo only - via a figurative trademark registration.

In addition, experience shows that intellectual property offices outside of the EU
regularly reject registration requests from EU producers on the grounds that Gl
names are:

1) a simple indication of the place of origin of the goods (i.e., an indication of
source),

2) a description of the product, and/or

3) a generic name.
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Therefore, the use of the name is considered not protectable and allows false
use in relation to goods not coming from the place of origin.

The difficulty for Gl producers in dealing with these problems lies with the fact
that the interpretation and analysis regarding the generic or descriptive character
of a name varies extensively from one country to another. Moreover, in many
cases, it is up to EU GI producers to prove that their name has not become
generic in the market concerned. This is an expensive challenge.

One element that needs to be underlined is the fact that, if abuses of the name
already exist in the country concerned, it is often more difficult to get registration.

2.4. The registration of composed Gl names

Some EU Gl names contain more than one term, such as Ossau-Iraty,
Parmigiano-Reggiano, Jijona y Turron de Alicante, Brunello di Montalcino, etc.

Producers of such composed names have been exposed to a specific problem
when seeking protection of their name in countries outside the EU. Some
intellectual property offices accepted to register a certification mark covering the
composed Gl name. However, the registration did not always cover the
protection of the two individual terms. Consequently, the registration only helps
producers to stop abuse of the composed name but does not protect against the
abuse of one of the two names used on its own. This greatly limits the scope of
the protection granted to the Gl name.

2.5. The authorised use of a registered certification mark

A certification mark certifies the origin, quality, mode of manufacture or other
elements of a good. As a result, some countries have made it clear that the use
of a certification mark on product other than the GI product itself is prohibited.
More importantly, such use — on promotional materials, for instance, such as
pens, hats, etc. - can lead to the invalidation of the registration.

2.6. The scope of the protection given by a trademark registration

The use of a trademark regime to protect a GI name does not provide for a
protection as comprehensive as the one offered by the EU GI system.

EU GI producers must pay attention to the scope of the protection given. In
general, trademark registration does not cover translation, nor does it prevent the
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use of the name with “de-localisers” (i.e. “Californian Champagne”) or
expressions such as “like”, “style”, etc.

2.7. The costs associated to the registration of a trademark

The experience of EU GI producers shows that it is, in general, more costly to
obtain legal protection of Gls via trademark systems than via a sui generis
regime. In addition, legal costs increase significantly due to problems met with
local patent and trademark offices. As stated above, it is very expensive for Gl
producers to demonstrate that a name is neither generic nor descriptive.

2.8. Effective protection under a trademark regime

Although a trademark registration provides for an exclusive right on the
registered name, EU producers sometime forget that, in most countries, they
must continue to assert their rights. They need to carry out a regular monitoring
of the markets where the trademark is protected. They need to be ready to
launch all necessary legal actions (opposition to trademark registration for
instance) to protect their intellectual property right. Failure to do so would
significantly undermine the right.

3. Conclusion

The experience of many EU GI producers shows that it is extremely difficult and
often very costly for Gl producers to protect their Gls via trademark systems,
passing off actions or on the basis of unfair competition and consumer protection
acts.

It is important to note that in the past years more and more countries around the
world have established sui generis protection systems for Gls. This process is
ongoing and will certainly facilitate the protection of EU Gls outside the EU.

lll. Recommendations and suggestions to all producers of
products with PDO and PGI signs

This Section is not intended as a comprehensive answer to the problems faced
by the EU GI producers on the registration of their names in the countries
examined in Part Il. Each producer will have different requirements and problems
to be resolved. Each country is different. However, there are some basic steps
that an EU GI producer can take to limit the practical difficulties that they may
face in protecting their Gls in third countries.
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e Get good advice from experts in Gl and TM law and practice. Experience
shows that it is often easier to identify and work with a law firm from your
country that will manage all the necessary contacts and take the required
steps on your behalf. This is an option that can be cost-efficient and can
simplify the work of the GI holder (dealing with a number of different third
country systems).

e Consider a double registration: both as a Gl and as a trademark. You
should try to register the basic geographical name as a Gl and logos,
combinations of colours, figures, etc. as trademarks.

e Remember that registration of Gls as certification trademarks may prevent
you using the registered names on promotional materials. Therefore, for
the use of the names on promotional materials also advisable to register a
figurative trademark containing the geographical indication.

e Conduct a preliminary trademark search if registration as a trademark is
sought.

e Producers of composed Gl names (for example, Parmigiano Reggiano,
Ossau-lIraty, Jijona y Turron de Alicante, Brunello di Montalcino, Imokilly
Regato, etc.) need to be aware of the specific problems in seeking
trademark protection, as it does not always cover individual terms of the
composed name.

¢ When the language of origin of the Gl is different from the official language
of the place of registration, translation is needed. In most of the countries
with a sui generis system of protection, the required documents for the
application are similar to those used for the registration in the European
Union. Therefore, these documents could form the basis of a new
application to the extent that the requirements are similar.

e Do not hesitate to contact Intellectual Property Offices for further
information in the countries where the protection is sought. Often the
standard application forms are available on line or upon the request. Most
administrators are helpful and welcome practical enquiries.

e Consider the timeframe of registration and protection granted, you might
have to renew your registration at least a few months before the expiry
date, as protection may only be provided for a limited number of years.

¢ In those countries where no ex officio protection is provided, institute a
regular monitoring of the markets and the registers where your name is
protected.
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e Be prepared to launch all necessary legal actions (opposition to trademark
registration for instance) to protect your intellectual property right.

e Search existing registered Gls in the country where protection is sought.
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Explanatory Note

Part Il of the Guide “Geographical indications and TRIPs: 10 Years Later... A
roadmap for EU GI holders to get protection in other WTO Members” contains
specific information on the protection of geographical indications in almost all
countries of the world.

This Part is divided into four sections covering:

Section | “Eurasia” with 60 countries;

Section Il “Africa” with 51 countries;

Section Il “Australia and Oceania” with 14 countries;
Section IV “North and South America” with 36 countries.

Each of the Sections of the Guide contains a list of the countries in alphabetical
order. The numbering of the countries on the lists continues from one Section to
another. The reviews of the laws relevant for the registration and protection of
geographical indications, presented in tables, are placed in the same order as
indicated in the list of the countries.

Each review' starts with the name of the country and general information on
participation of that country in the international treaties and bilateral agreements
specific to Gls. These are the instruments of the World Intellectual Property
Organisation and the World Trade Organisation, in particular:

e The 1883 Paris Convention on the Protection of Industrial Property;

e The 1981 Madrid Agreement for the Repression of False or Deceptive
Indications of Source;

e The 1891 Madrid Agreement and the Protocol on the International
Registration of Trademarks;

e The Lisbon Agreement for Protection of Appellations of Origin and their
International Registration of 1958,% and

e The W;I'O Agreement on Trade-Related Aspects of Intellectual Property
Rights.

Some countries are signatories of the regional Agreements relevant to the
protection of intellectual property rights, among them are:

! The sample of a review presented as a table with the information on each section can be found
below this Explanatory Note.
2 The information on the membership of the Lisbon Agreement among the EC Member States is
Erovided in the Part | of this Guide.

All countries WTO Members are signatories of the TRIPs Agreements. Information on the
membership of the WTO is provided in the reviews of the legal framework of the countries.
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e The African Intellectual Property Organisation (OAPI) Agreement of 1977;
e The Banjul Protocol on Marks of 1993 of the African Regional Intellectual
Property (ARIPO).*

The summary of the laws of each country includes information on the type of
protection that is provided for Gls. The protection of geographical indications can
be provided by a specific law that recognises geographical indications as a
separate intellectual property right, i.e. provides a definition of geographical
indications, specific conditions of protection and use. This type of protection is
called sui generis. However, the Guide also refers to trademark protection in
those countries where national legal framework does not recognise geographical
indications as a separate intellectual property type and where GIs can be
registered only as trademarks.

Each review also indicates how the protection provided in the country in question
can become effective. In other words, the review sets out who initiates the
procedure and is responsible for stopping the illegal use of registered
geographical indications: interested parties who applied for the registration (as it
is done for the protection of trademarks, ex parte protection or any other public or
state authority that would be also responsible for the protection of registered
names, ex officio protection).’

The overview of the national legal framework provides the laws and
implementing regulations relevant to the protection of geographical indications,
publication and availability of the law in electronic format, as well as the scope of
protection. This information indicates whether the legal system is similar to the
EC system for registration and whether geographical indications in exceptional
cases can be protected as such without registration (see examples of the United
States and India). The purpose of each overview is to provide the necessary
information for the EC producers wishing to protect their name in third countries,
so only issues related to the registration of foreign Gls are covered.

Certain countries have developed standard application forms for the registration
of geographical indications. Therefore, information where these forms can be
found in electronic format is mentioned in the review. If there are any
requirements under the law for relevant supporting documents or the language of
the applications, this is clearly mentioned in the respective sections of the tables.

The updated information on the authorities responsible for the registration and
protection of geographical indications is also included in the evaluation of each
country. The costs involved in registration and protection, including governmental

* More information on international protection of geographical indications can be found in the Part
| of the Guide, Section 2.1. “International Treaties Relevant for Protection of Geographical
Indications”.

® For these purposes legal terms “ex officio” and “ex parte” protection are used, their explanation
can be found in the Sample table below.
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fees, provided in national currencies (converted into €) are indicated according to
information available at the time of elaboration of the study. The approximate
costs of limited appeals in relation to registration as well as the protection of
names that are considered generic and translation are also mentioned.

The legislation on Gls (or trademarks) often does not address the issue of timing
required for registration and does not set the time limits for examination of
applications. Therefore, the timing is indicated on the basis of the practical
experience obtained during our research.

The final section provides other relevant information for the European producers
of products with Gls, not mentioned in any of the above sections. In particular,
this includes whether there have already been attempts to obtain protection and
examples of registered geographical indications.

The Guide does not provide information on compatibility of the laws overviewed
with the TRIPs Agreement or an assessment of the laws for the protection of
geographical indications. It also does not cover issues of implementation of the
laws and actual situation with enforcement of intellectual property rights in the
countries examined.

O'CONNOR AND COMPANY 4 |nSightC0nSU|ting

EUROPEAN LAWYERS



Part Il of the Guide “Geographical indications and TRIPs: 10 Years Later...
A roadmap for EU GI holders to gain protection in other WTO Members”

Country: name of the country

International Legal Framework

Party to which international treaties and from which date.’
Indicate whether there is a bilateral treaty with the EC concerning the protection of Gls.

National Legal Framework

The protection can be obtained:

> via a Sui generis’ system i.e. a specific law that considers geographical indications as a specific,
separate intellectual property right and / or

» via Trademark regimes i.e., where geographical indications are not considered as a separate,
independent intellectual property right.

In the European Union, names and signs (e.g., Bordeaux, Jijona, Parma) that are protected as Gls, can
also be registered as trademarks (individual, collective, or certification, where available).

Beyond the issue of via which type of system the protection is granted, there is a question of how to make

Typeof | > egal protection effective in pract
Protection e legal protection effective in practice.
Generally speaking, there are two main approaches: ex officio and ex parte systems:
> Ex officio® protection refers to the kind of protection available in the EU, where the state or public
authorities are responsible for policing and ensuring Gl protection.
> Ex parte’ protection is the kind of protection given at the request of an interested party (that is,
the producers themselves). In ex parte protection systems (the majority outside the EU) the burden
of protection is shouldered entirely by the producers or right-holders (consorzio, consejo regulador,
interprofession, association of producers, etc.) who have to go to courts, tribunals or other
administrative venues to claim protection for their geographical indications.
Relevant
Regulatory | Law or regulation under which geographical indications can be protected.
Framework
Scope of S . . . .
protection Applicability to goods (agricultural and/or industrial) and/or services.
Source Indication of where the Law has been published and whether it is available in the electronic format.

® List of the relevant international instruments is provided in the Explanatory Note above and
Part | of the Guide.
" Sui generis is a Latin expression, literally meaning of its own kind/genus or unique in its
characteristics. The expression was effectively created by scholastic philosophy to indicate an
idea, an entity or a reality that could not be included in a wider concept, and in the structure
genus > species, a species that heads its own genus. In law, particularly with respect to
intellectual property rights, it is a term used to identify a legal classification that exists
independently of other categorizations because of its uniqueness or because of the specific
creation of an entitlement or obligation.
8 Ex officio is a Latin expression, literally meaning “from the office”, by virtue of office or
osition; “by right of office”.
Ex parte is a Latin legal term meaning “from (by or for) one party”.
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Summary of

The summary must include information about the date of adoption of the law, entry into force, the nature of
the legislative act, type of protection offered (sui generis or trademark).

A brief summary of the operational legal provisions, which includes answers to the following questions

the » Can European geographical Indications be registered in the country under examination?
Operational > If yes, what is the registration procedure, whether the opposition procedure is available?
Provisions » What is the timeframe for the opposition?
» Can a negative decision of the registration office be appealed and where?
» What is the level of protection provided and whether it is similar to the EC level of
protection?
Certain provisions which would be of crucial importance for European producers of products with
Specific geographical indications, in particular include:
P(ritsagjs;o;\fs . The_ i§§ue of reciprqcity and con_ditions for reciprocgl tr_eatment; o _
Generics, e Definition of generic geographical names and criteria for establishing a generic character of a

Reciprocity)

geographical name for certain type of products;
e Whether the protection granted after the registration covers the translation of a registered
geographical indication.

Formal Requirements for an Application

Application forms, if available (where available the reference to the Annex would be made and a sample of

Application | the forms would be provided).
Forms Indication whether the EC specification can be used for the application in that country.
Language of the application.
Relevant

Supporting | Relevant supporting documents, if available (where available and reference to the Annex).
Documents
Administra-

tion Local point or administration responsible for registration (if any), including contact details of such
Responsible | authority and any other institution relevant for the protection of Gls.

for

Registration

Costs

Costs of
registration

Potential costs associated with registration. This information is presented in local currency and in €.

Costs of
litigation

Estimated costs associated with litigation. This information is presented in local currency and in €.

Timeframe

Registration

Approximately or by Law.

Protection

Approximately.

Additional information

Other comments or relevant information with respect to protection in a country in question (for example, whether there have
already been attempts by the European producers to obtain protection of their geographical indications or names that has
been registered as geographical indications already).
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Section |

Eurasia

. Afghanistan

. Albania

. Armenia

. Azerbaijan

. Bahrain

. Bangladesh

. Belarus

. Bhutan

. Bosnia and Herzegovina
10. Brunei Darussalam
11. Cambodia
12. China

13. Croatia

14. East Timor
15. Georgia

16. Iceland

17. India

18. Indonesia
19. Iran

20. Iraq

21. Israel

22. Japan

23. Jordan

24. Kazakhstan
25. Korea, North
26. Korea, South

OCoO~NOUTR,WNLE
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http://www.countriesandcities.com/countries/af/
http://www.countriesandcities.com/countries/al/
http://www.countriesandcities.com/countries/am/
http://www.countriesandcities.com/countries/az/
http://www.countriesandcities.com/countries/bh/
http://www.countriesandcities.com/countries/bd/
http://www.countriesandcities.com/countries/by/
http://www.countriesandcities.com/countries/bt/
http://www.countriesandcities.com/countries/ba/
http://www.countriesandcities.com/countries/bn/
http://www.countriesandcities.com/countries/kh/
http://www.countriesandcities.com/countries/cn/
http://www.countriesandcities.com/countries/is/
http://www.countriesandcities.com/countries/in/
http://www.countriesandcities.com/countries/id/
http://www.countriesandcities.com/countries/ir/
http://www.countriesandcities.com/countries/iq/
http://www.countriesandcities.com/countries/il/
http://www.countriesandcities.com/countries/jp/
http://www.countriesandcities.com/countries/jo/
http://www.countriesandcities.com/countries/kz/
http://www.countriesandcities.com/countries/kp/
http://www.countriesandcities.com/countries/kr/
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27. Kuwait

28. Kyrgyzstan

29. Laos

30. Lebanon

31. Former Yugoslav Republic of Macedonia
32. Malaysia

33. Maldives

34. Moldova

35. Mongolia

36. Myanmar (Burma)
37. Nepal

38. Norway

39. Oman

40. Pakistan

41. Philippines

42. Qatar

42. Russia

44. San Marino

45, Saudi Arabia

46. Serbia and Montenegro
47. Singapore

48. Sri Lanka

49. Switzerland

50. Syria

51. Taiwan

52. Tajikistan

53. Thailand

54. Turkey

55. Turkmenistan

56. Ukraine

57. United Arab Emirates
58. Uzbekistan

59. Vietham

60. Yemen
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http://www.countriesandcities.com/countries/kw/
http://www.countriesandcities.com/countries/kg/
http://www.countriesandcities.com/countries/la/
http://www.countriesandcities.com/countries/lb/
http://www.countriesandcities.com/countries/my/
http://www.countriesandcities.com/countries/mv/
http://www.countriesandcities.com/countries/md/
http://www.countriesandcities.com/countries/mn/
http://www.countriesandcities.com/countries/np/
http://www.countriesandcities.com/countries/no/
http://www.countriesandcities.com/countries/om/
http://www.countriesandcities.com/countries/pk/
http://www.countriesandcities.com/countries/ph/
http://www.countriesandcities.com/countries/qa/
http://www.countriesandcities.com/countries/ru/
http://www.countriesandcities.com/countries/sm/
http://www.countriesandcities.com/countries/sa/
http://www.countriesandcities.com/countries/sg/
http://www.countriesandcities.com/countries/lk/
http://www.countriesandcities.com/countries/ch/
http://www.countriesandcities.com/countries/sy/
http://www.countriesandcities.com/countries/tw/
http://www.countriesandcities.com/countries/tj/
http://www.countriesandcities.com/countries/th/
http://www.countriesandcities.com/countries/tr/
http://www.countriesandcities.com/countries/tm/
http://www.countriesandcities.com/countries/ua/
http://www.countriesandcities.com/countries/ae/
http://www.countriesandcities.com/countries/uz/
http://www.countriesandcities.com/countries/vn/
http://www.countriesandcities.com/countries/ye/

Continent: Eurasia
Country: Afghanistan

Country: Afghanistan

International Legal Framework

Afghanistan has signed the World Intellectual Property Organization Convention on 13 September 2005. The Treaty of
accession entered into force on 13 December 2005.

Afghanistan is not a signatory of any of the treaties with respect to trademarks or geographical indications.

Afghanistan is not a member of the World Trade Organization. It has a status of observer as from December 2004.

There are no bilateral agreements between the EC and Afghanistan specific to Gls.*°

National Legal Framework

Type of

Protection None.
The Government of Afghanistan is still in the process of promoting the establishment and implementation of

Relevant X AT .
Regqulato a legal and regulatory framework. Currently, there is no legislation in force concerning trade marks or Gls.
Fra?newo:{ However, two legislative drafts may contain in the future provisions on Gls. These future laws are: 1) Law

on the registration of foreign patents; 2) Law on trademarks.**

Scope_of See above.

protection

Source None.
Summary of

the

Operational See above.
Provisions

Specific
Provisions

(issue of See above.

Generics,
Reciprocity)

Formal Requirements for an Application
Application See above.
Forms

Relevant
Supporting | See above.
Documents

1 Source of information: http://www.wipo.int and

http://ec.europa.eu/comm/external _relations/afghanistan/intro/index.htm.

Despite the partnership established by the EU and Afghanistan in their Joint Declaration of 16
November 2005, no bilateral trade agreement has been signed by the parties.

™ Source of information: http://www.commerce.gov.af/l-&-r-reform.asp.
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Continent: Eurasia
Country: Afghanistan

Administra-
tion
Responsible
for
Registration

Administration responsible for the drafting of the provisions on IPRs
Ministry of Commerce

Darluman Road

Kabul, Afghanistan

Website: http://www.commerce.gov.af

Contact:

Tel:+93(0)20-2500335
Fax:+93(0)20-2500356

Costs
Costs of
. . See above.
registration
(-:<_>sts_ of See above.
litigation
Timeframe
Registration | See above.
Protection See above.
Additional information
None.
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Continent: Eurasia
Country: Albania

Country: Albania

International Legal Framework

Albania is a member of the World Intellectual Property Organisation from 30 June 1992 and a signatory to the Paris
Convention for the Protection of Industrial Property and to the Madrid Agreement concerning the International Registration
of Marks from 4 October 1995 and the Madrid Protocol since 30 July 2003.*

Albania is a WTO Member since 8 September 2000."

There are no bilateral agreements between the EC and Albania specific to Gls.

National Legal Framework

Type of Sui generis protection. No ex officio protection is granted under the sui generis regime, and protection is
Protection | provided only at the request of an interested party (e.g., producers).
e Law on Industrial Property No. 7819 of 27 April 1994 (hereinafter, referred to as “the Law”);
e Order No. 5, dated 5 December 1994, “Regulations for Appellation of Origin”;
Relevant e Law No. 8477 April 22, 1999, "Amendments of the Law No. 7819".**
Regulatory
Framework | A legislative draft containing new provisions on Appellations of Origins (AOs) has been proposed but, for
the time being, no information is available as to the timeframe for the adoption of the new law by the
Albanian Parliament.
Scope of The scope of application of the Law is more extensive than the scope of the EC system (concerns
protection | goods: agricultural and handicraft, but not services).
Source The English version of the Law No. 7819/1994 is available on http://www.alpto.gov.al/rubrika.
Definition of appellation of origin (AOs) is similar to the one provided by the EC Regulation and the
TRIPs Agreement (Chapter XXVI Article 93(2) of the Law). Names and signs that meet such definition
may be registered.
The Albanian Patent Office (the authority responsible for the registration of Gls) examines the application
Summary of first formally, and then substantially. After examination, the Patent Office grants authorizations for the use
thery of AOs (Article 93 of the Law).
?sz\:?;lig:gl Level of protection is similar to that provided in the EC: Article 13 of the Law No. 8477/1999, which

amends Article 93 of the Law prohibits any use of such appellation in combination with expressions such as
“sort of”, “kind of”, “imitation” and “produced in the same manner as” or with similar expressions. The
protection of names in translation is not mentioned in Article 93.

Article 14 of the Law No. 8477/1999 bans any use of an appellation of origin which might confuse the
consumers in respect of the origin of goods.

O'CONNOR AND COMPANY
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2 Source of information: http://www.wipo.int.
13 Source of information: http://www.wto.org.
4 Source of information: http://www.alpto.gov.al/rubrika.asp?id=7.
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Continent: Eurasia
Country: Albania

Specific
Provisions
(issue of
Generics,
Reciprocity)

As in the EC, generic names are not protected (definition of generic names is provided in Article 93(3) of
the Law, but, unlike in the EU, no criteria exist on how to establish a generic nature of a name).

The Law provides that foreign appellations of origin can be protected in Albania on the basis of an
international agreement on appellations of origin to which the Republic of Albania is a party (Chapter XXVI,
Article 93(6) of the Law).

The existence of reciprocity shall be proved by the party invoking reciprocity. (General Provisions, Article
2). Therefore, it appears that the EC geographical indications can be protected in Albania as
appellations of origin on the basis of an international agreement.

Formal Requirements for an Application

Application
Forms

Unlike the EU, there is no standard application form.

Article 93(4) of the Law and Order N 5 (available in Albanian) provides the list of the required documents
which have to be submitted:

e the name requested;

e the kind of goods for which the registration is thought;

e indication of the place where such goods are manufactured (borders of the geographic place);

e adescription of specific properties of the goods and their connection to the geographical place.

The EC specifications can be potentially re-used for these purposes.

All documents must be submitted in Albanian.

Slsele;/;?: As in the EC, the additional material may be requested by the Patent Office from the applicant (mainly
D PP 9 | documentation relating to the link between the product and a certain geographical area).
ocuments
Administra- Albanian Patent & Trademark Office - Albanian Directorate of Patents and Marks (ALPTO)
tion Address: Bul. “Zhan D’ Ark No. 3, Ministry of Economy Building, Hyrja |, Tirana Albania
Responsible Direct tell: +355 68 20 45 237
pfor Tel: +355 4 36 36 81

Registration

Fax: +355 4 23 44 12
Website: http://www.alpto.gov.al

Costs

Costs of
registration

7000 lek (about € 58) for the filing of one application and 6000 lek (about € 50) for the registration fee.
All documents must be submitted in Albanian, therefore, the costs of translation need to be taken into
account.

Costs of
litigation

Not clear, but definitely not less than € 1000.

Timeframe

Registration

At least 5 months (approximately, not indicated in the Law). The Law indicates (Article 82) that within a
period of 5 months from the filing date, the Patent Office, in accordance with the results of the examination,
shall adopt the decision to register the trademark or to reject the registration thereof and shall publish the

trademark. The Law does not explain the registration procedure for AOs, which is similar to registration of

O'CONNOR AND COMPANY
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Continent: Eurasia
Country: Albania

trademarks, therefore the registration of AOs would be at least 5 months as indicated for trademarks. The
only difference for the registration of AOs is the fact that the Patent Office grants the right to use the
appellation of origin after obtaining of the expert opinion of the competent autorities (Article 93 of the Law).

10 years, with a possibility of renewal conditional on the payment of a fixed fee. The registration will loose
Protection | its validity once the Office declares that there is no more relation between the product and the geographical
area.

Additional information

None.
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Continent: Eurasia
Country: Armenia

Country: Armenia

International Legal Framework

Armenia is a member of the World Intellectual Property Organization from 22 April 1993 and a signatory to the Paris
Convention for the Protection of Industrial Property and to the Madrid Agreement on the International Registration of Marks
since 25 December 1991."°

Armenia is a WTO Member since 5 February 2003."°

There are no bilateral agreements between Armenia and the EC specific to Gls.

National Legal Framework

Type of Sui generis protection of Appellations of Origin (no ex officio protection is available, protection is
Protection | provided only at the request of an interested party).

RReIelvatmt e Law on Trade Marks, Service Marks and Appellations of Origin, July 1997, as last amended
Ffa?rtlle?lvg:{ on 20 March 2000 (hereinafter referred as “the Law”).

Scope of The scope of application of the Law is more extensive than the scope of the EC system (concerns
protection | goods: natural, agricultural, mining and industrial products and handicrafts, but not services).

The English version of the law is available on:

Source http://www.armpatent.org/english/database/trademarks.html.

Definition of appellations of origin (AOs) is similar to one provided by the EC Regulation and the
TRIPs Agreement (Article 30 of the Law). Names and signs that meet such definition may be registered.
Legal protection for AOs in Armenia is granted on the basis of the registration in accordance with the
procedure established by the Law, or in accordance with the international agreements to which the
Republic of Armenia is a party (Article 31 of the Law).

The preliminary examination, concerning formal requirements, of the application is conducted by the
Intellectual Property Agency of the Republic of Armenia (IPA — the authority responsible for the
registration of the appellations of origin) within one month from the day on which the application is filed.
Summary of | Subsequently, the IPA may carry out a substantial examination of the requirements set by Article 30 of the

the Law. Following this examination, the decision on registration is taken by the IPA. There is no opposition
Operational | procedure provided by the Law (Article 33 of the Law).
Provisions

Within 2 months from the date of receipt of a decision to grant or refuse the registration of the AO,
applicants may request a re-examination of the application and ask for a 6 months extension of the
procedure.

Within 3 months from the date of receipt of the same decision or of the final decision following the
requested re-examination, applicants may also submit an appeal to the Board of Appeals.

Within 6 months from the date of receipt of the decision to grant or refuse the registration of the AO or of
the decision taken by the Board of Appeals, applicants may submit a claim to the court.

15 Source of information: http://www.wipo.int.
18 Source of information: http://www.wto.org.
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Continent: Eurasia
Country: Armenia

The IPA, on the basis of a decision to register an appellation and within one month of receiving a receipt
for payment of the prescribed fee, enters the appellation into the State Register of AOs.

It would appear that, under the Law, the level of protection is similar to that provided in the EC: No
registered designations of origin or geographical indications may be used in translation or in combination
with the expressions such as “sort of”, “kind of”, “imitation” and “the like even if the true origin is indicated
Article 41 of the Law).

Specific
Provisions
(issue of
Generics,
Reciprocity)

As in the EC, generic names may not be protected (definition of generic names is provided in Article 30
of the Law, but, unlike in the EU, no criteria exist on how to establish a generic nature of a name).

The Law allows foreign geographical indications to be registered in Armenia on the basis of
participation in international agreements. Therefore, it appears that the EC Gls can be registered in
Armenia.

The protection is granted to appellations of origin used in translation (Article 41 of the Law).

Formal Requirements for an Application

Application
Forms

Unlike in the EU, there is no standard application form.

However, the Law indicates that an application must contain (Article 32 of the Law):

e a request for registration and/or provision of the right to use the appellation, containing details of
the applicant and his place of business or residence;

e the claimed appellation;

e an indication of the good for which registration and/or provision of the right to use the appellation
are requested, with an indication of the geographical location in which the good is produced;

e a description of the particular features (basic physical, chemical, microbiological and/or
organoleptic characteristics) of the good (where necessary, also of the raw material);

e where necessary, a description of the local original method by which the good is produced;

e details of special labelling connected with the appellation.

The EC specification can be potentially re-used for the registration.

The application has to be filed in Armenian.

e Documents clearly identifying the borders of the geographical location, in relation to which the
appellation is applied;

e For foreign applicants a document attesting their right to use an appellation in the country
in which the good originates (for this purpose, the EC Certificate of Protection can be used);

sﬁelegft:qt e Areceipt for payment of the prescribed fee for filing an application;

Dozsmentg e A document confirming the power of attorney if the application is filed through such an attorney.
The documents attached to the application may be first filed in a language other than Armenian. In this
case, foreign applicants are obliged to submit a translation into Armenian within two months as from the
date of the first filing.

- _ | Intellectual Property Agency of the Republic of Armenia

Adn:ilglnstra (Ministry of Trade and Industry)

Responsible Government House 3

pfor Central Avenue

Registration

Yerevan 375010
Tel.: +374.1 58.06.31

Fax: +374.1 54.34.67
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Continent: Eurasia
Country: Armenia

E-mail: armpat@cornet.am
Website: http://www.armpatent.org/english/index.html

Costs

Costs of
registration

e Application fee: $ 55 (€ 43);
o Expertise of examination: $ 70 (€ 55);
¢ Certificate for the Right to use an Appellation: $ 92 (€ 72).

All documents must be submitted in Armenian, therefore the costs of translation need to be taken into
account.

Costs of
litigation

From € 500 to € 2500 (depending on the complexity of the case).

Timeframe

Registration

From 12 to 18 months (approximately, but no timeframe is indicated in the Law).

Protection

A Certificate for the Right to use an Appellation is valid for 10 years with a possibility to renew the right
to use after the payment of a prescribed fee (on the basis of the Law on State Registration of Rights to the
Property).

Additional information

None.
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Continent: Eurasia
Country: Azerbaijan

Country: Azerbaijan

International Legal Framework

Azerbaijan is a member of the World Intellectual Property Organization (WIPO) since 25 December 1995, a member of the
Paris Convention and a signatory to the Madrid Agreement since the same date."’

Azerbaijan is an observer to the WTO since July 1997.*°

There are no bilateral agreements between the EC and Azerbaijan specific to Gls.

National Legal Framework

Type of Sui generis protection of geographical indications (no ex officio protection is available, protection is
Protection | provided only at the request of an interested party).

Relevant “ . T ” -
Requlat e Law No. 504-1Q “On Trade Marks and Geographical Indications”, June 1998 (hereinafter

eguiatory referred as “the Law”).
Framework

Scope of The scope of application of the Law is more extensive than the scope of the EC system (concerns all
protection | goods and services).

Source The text of the Law in Russian is available at http://www.vescc.com/en/view.php?id=1885&lang=ru, the

English version is not available electronically.

Summary of
the
Operational
Provisions

Definition of geographical indications is similar to one provided by the EC Regulation (Article 1 of
the Law). Names and signs that meet such definition may be registered.

Legal protection for Gls in Azerbaijan is granted on the basis of the registration in accordance with the
procedure established by the Law, or in accordance with the international agreements to which the
Republic of Azerbaijan is party (Article 3 of the Law).

The preliminary examination, concerning formal requirements, of the application is conducted by the
Azerbaijan Patent Office (APO) (the authority responsible for the registration of the geographical
indications) within one month from the day on which the application is filed (Article 13 of the Law).
Subsequently, the APO may carry out a substantial examination of the requirements set by Article 9 of the
Law within 6 months (Article 14 of the Law). Following this examination, the decision on registration is
taken by the APO which can be appealed to the Expert Commission of the APO within 3 months after a
decision is taken (Article 15 of the Law). Within 3 months from the date of receipt of the decision to grant or
refuse the registration of the Expert Commission of the APO, applicants may submit a claim to the court
(Article 15 of the Law).

Unlike in the EC, there is no opposition procedure provided by the Law.
The APO enters registered Gls to the State Register of Gls, on the basis of a decision to register a Gl and

within one month of receiving a receipt for payment of the prescribed fee (Article 17 of the Law) and
publishes this information in the official IP Journal (Article 18 of the Law).

" Source of information: http://www.wipo.int.
18 Source of information: http://www.wto.org.
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Continent: Eurasia
Country: Azerbaijan

It seems that, under the Law, the level of protection is similar to that provided in the EC: No
registered designations of origin or geographical indications may be used in the cases when the true origin
is_indicated or is used in translation or in_combination with expressions such as “sort of”, “kind of”,
“imitation” and “the like” (Article 26 of the Law).

Specific
Provisions
(issue of
Generics,
Reciprocity)

As in the EC, generic names may not be protected (definition of generic names is provided in Article 30
of the Law, but, unlike in the EC, no criteria exists on how to establish a generic nature of the name).

The Law allows foreign geographical indications to be registered in Azerbaijan (Article 36 of the Law
grants the same rights to foreign legal establishments and persons). Therefore, EC Gls may be
registered in Azerbaijan.

The translations of Appellations of origin are protected (Article 26 of the Law).

Formal Requirements for an Application

Unlike in the EC, there is no standard application form in Azerbaijan provided by the Law.

However, the Law indicates that an application must contain (Article 9 of the Law):

Application e name, seat or domicile, signature of the applicant (in the case of application to be filed by the
Forms patent attorney, surname, name, address and signature of that patent attorney);
e picture of the claimed geographic indication;
e name of goods and services to which geographic indication relates;
e borders of the geographic object where the goods are made or services are provided
description of the goods peculiarities.
e Document proving the payment of the State fee;
e Document confirming the power-of-attorney whenever the application is filed by the patent
attorney;
Relevant . Wheneyer necessary, the docume_nt supporting the priority of the tragjema.rk, [n accordance with
Supporting the Article 10 of the Law "Concerning the Trademarks and Geographic Indications";
eI e A document or a decision issued by the appropriate executing body stating that the applicant is
located in the referred geographic area, producing the good or provides the services which
corresponds to the geographic origin;
e A document proving the concession of the right of the applicant about the claimed geographic
indication in the country of origin of the goods.
Industrial Property Office
Administra- | State Agency on Standardisation, Metrology and Patents
tion Patent Office
Responsible | Mardanov Brothers Street 124
for Baku AZ1147

Registration

Telefax: (+99.412) 440.52.24
Website: www.azpat.org

Costs

Costs of
registration

e Application fee: $ 55 (€ 43);
o Expertise of examination: $ 70 (€ 55);
e Certificate for the Right to use an Appellation: $ 100 (€ 81).

All documents must be submitted in Russian or Azeri languages, therefore the costs of translation need
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Country: Azerbaijan

to be taken into account.

Costs of

litigation From € 500 to € 2500 (depending on the complexity of the case).

Timeframe

Registration | From 10 to 16 months (approximately, but no timeframe is indicated in the Law).

Protection Registration is for an indefinite period of time. A Certificate for the Right to use a Gl is valid for 10 years
with a possibility of renewing the right to use after the payment of a prescribed fee (Article 21 of the Law).

Additional information

None.
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Continent: Eurasia
Country: Bahrain

Country: Bahrain

International Legal Framework

Bahrain is a member of the World Intellectual Property Organisation from 22 June 1995, a signatory of the Paris Convention
from 29 October 1997 and also a signatory to the Madrid Protocol from 15 December 2005.*

Bahrain is a WTO Member from 1 January 1995.%

There are no bilateral agreements between the EC and Bahrain specific to Gls.

National Legal Framework

ISui generis protection| is established by the Law of 2004 on Geographical Indications (no ex officio
protection is available, protection only ex parte). However, the Implementing Regulations have not been

Type of issued yet. Therefore, it is not possible to start implementing a registration system vet.
Protection
Trademark regime:| (no ex officio protection is available, protection is provided only at the request of an
interested party).
ISui generis protection:]
R e Law No. 7 of 2004 on Geographical Indications (hereinafter referred as “the Gls Law”).
elevant
E;gr:;t’z:{ Trademark regime|
e Legislative Decree No.10 for the year 1991 with Respect to Trademarks (hereinafter referred
as “the TMs Law”).
ISui generis protection:|
Applicable to goods only (agricultural and/or industrial with exclusion of alcoholic beverages).
Scope of
protection Trademark regime:|
Applicable to goods (agricultural and/or industrial) and/or services. Trademarks for alcoholic beverages are
excluded.
ISui generis protection]
Official Gazette No. 2648 dated August 18, 2004. The electronic version of the Law is not available.
Source

Trademark regime|
Official Gazette of Bahrain No. 1961, dated 26 June 1991, as well as on the official web site of the Arab
Society for Intellectual Property http://www.aspip.org.

¥ Source of information: http://www.wipo.int.
2 source of information: http://www.wto.org.
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Continent: Eurasia
Country: Bahrain

Summary of
the
Operational
Provisions

ISui generis protection:|

Definition of geographical indications provided by the Gls Law is similar to one provided by the EC
Regulation (Article 3 of the Law). Names and signs that meet such definition may be registered.

In order to be protected, a geographical indication must be registered. Foreign Gls must be protected in
their country of origin. Therefore, the EC Gls can be registered in Bahrain once a special Register of
Geographical Indications will be established by the Ministry of Commerce (the authority responsible for the
registration of Gls in Bahrain).

Level of protection of Gls appears to be different from the level in the EC. Only the misleading use of
registered designations or presentation of a product that indicates or suggests that the product in question
originates in a geographical area other than the true place of origin in a manner or in a manner that causes
unfair competition and contradicts with honest practices, is considered to be illegal.

Trademark regime|

It appears that at the present moment due to the absence of the Register of Geographical
Indications the EC geographical indications (Gls) may be registered as trademarks in Bahrain
provided that they meet definitions established by the Law.

The Law provides that geographical names may not be registered in Bahrain if their use is likely to cause
confusion regarding the source or origin of the goods, products or services, (Article 5.6 of the Law).

Once a trade mark application is filed, the trademark is examined as to its registrability (Article 2 of the TM
Law). Trademark applications accepted by the Registrar (the Commercial Registry at the Directorate of
Commerce and Companies’ Affairs to be called “Trade Marks Register”, the authority responsible for
the registration) are published in the Official Gazette.

As in the EC, there is a possibility to oppose a registration. There is a 60-day period open for filing an
opposition by any interested party (Article 14.2 of the TM Law). An opposition to the registration of a
trademark should be prosecuted before the Registrar by an authorized agent or the proprietors themselves
within the prescribed period as from the date of publication. Such an opposition case should be settled by
the Registrar. In the absence of an opposition, a published trademark is registered, and the certificate of
registration is issued.

The assignment and the authorized user of a trademark can be recorded once the trademark is registered,
but an authorized user can be recorded along with the application for registration at once. Such a record is
published in the Official Gazette.

Level of protection: It is considered to be an offence if registered trademarks are forged or imitated in any
way that misleads the public, or if a trademark owned by someone else is used on products or services or
offers or presented for sale or sold (Article 31 of the Law).

Specific
Provisions
(issue of
Generics,
Reciprocity)

None.

Formal Requirements for an Application

Application
Forms

Trademark regime;]
e Full name, address, nationality and profession of the applicant;
e A certified copy of the home registration or any foreign registration of the trademark (except from
boycotted countries). If the registration certificate is not available, one of the following documents

can be used, provided that the specifications of goods or the line of activity of the applicant is
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Continent: Eurasia
Country: Bahrain

stated thereon and that these are legalized up to the Consulate of Bahrain or any other Arab
consulate in the country of the applicant:
a) A certificate of incorporation of the applicant company;
b) A certificate issued by the Registrar of Companies;
c) An extract of the entry of the applicant company in the Commercial Register;
d) A certificate issued by the Chamber of Commerce.
e The list of the goods to be covered by the application, in no more than 6 lines.

Relevant | Trademark regime]|
Supporting e A simply signed power of attorney, stamped with the company's seal,
Documents e Eight prints of the mark, if it is a device mark.
Industrial Property Office.

Administra- | P.O. Box 5479

tion Manama
Responsible | Tel: (+973) 17.530.335

for Fax: (+973) 17.536.497

Registration

E-mail: ipd@commerce.gov.bh
Website: www.commerce.gov.bh

Costs

Costs of
registration

Trademark regime|

e Filing a mark application in one class up to Registration $ 615 (€ 492);
Filing a simultaneous mark application in one class up to Registration $ 555 (€ 444);
Filing a certification mark application in one class up to Registration $ 640 (€ 512);
Filing a collective mark application in one class up to Registration $ 640 (€ 512);
Opposition Action before the registrar $ 550 (€ 440);
Counter-opposition action before the registrar $ 550 (€ 440);
Renewal of a mark registration within the validity date $ 235 (€ 188);
Renewal of a mark registration within 3 months after the validity date $ 290 (€ 232).

Costs of
litigation

[Trademark regime:| Starting from € 600.

Timeframe

Registration

Trademark regime:| From 6 to 12 months.

Trademark regime:| 10 years renewable for periods of 10 years. The Trademark Law provides for a three-

Protection | month grace period for late renewal of a trademark. If a trademark is not renewed, the law does not allow
third parties to register the trademark unless after the lapse of three years from the date of cancellation.
Additional information
None.
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Continent: Eurasia
Country: Bangladesh

Country: Bangladesh

International Legal Framework

Bangladesh is a member of the World Intellectual Property Organization since 11 May 1985 and a signatory of the Paris
Convention on Industrial Property since 3 March 1991.%

Bangladesh is a WTO Member from 1 January 1995.%

There are no bilateral agreements between the EC and specific to Gls.

National Legal Framework

Type of Trademark regime. No ex officio procedure is available. Protection is provided only at the request of the
Protection | trademark holder.
Relevant e The Trade Marks Act No. 5, March 1940 (hereinafter referred as “the Law”).
Regulatory
Framework | A revision procedure of the TM Law has been initiated in October 1999.
The scope of protection concerns all goods, but not services.
Scope of
protection | The draft trademark legislation proposes to include provisions for the reqgistration of service marks as well
as collective marks.
Source Draft legislation is available at http://www.commonlii.org/bd/other/BDLC/report/R27/27.pdf.

Summary of

Applications for the registration must be filed with the Trade Mark Registry, under the Ministry of
Industries. After examination, applications are advertised in the Trade Marks Journal. Like in the EC, an
opposition procedure is available within 120 days from the date of publication.

Decisions of the Registrar as to rejection of the mark and oppositions may be appealed to the High Court
within three months of the date when the decision has been taken.

the
Operational | The Trade Marks Act of 1940, provides penalties for infringement of trade marks of up to six-months
Provisions | imprisonment or a maximum fine of BDT 500 (Taka), or both.
The draft new Trade Mark Act includes provisions for the protection of geographical indication, which is not
provided for under the 1940 Act. The draft Trade Marks Act proposes an increase of penalties to a
maximum of a two-year imprisonment and/or a fine. For a second conviction of infringement, imprisonment
could extend to three years, with or without a fine.
Specific
Provisions | None.
(issue of
Generics,

Reciprocity)

2L Source of information: http://www.wipo.int
22 5ource of information: http://www.wto.org
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Continent: Eurasia
Country: Bangladesh

Formal Requirements for an Application

Unlike in the EC, there is no standard application form.

However, the following information is requested:

szt e Full name, street address and nationality of applicants.
Forms : . .
e Whether applicants are manufacturers/merchants/provider of services.
e Goods or Services for which the mark is to be registered.
e Fifteen prints of the mark: black and white bromide prints (on photographic quality paper) for a
Relevant label or design
Supporting e An authorization signed by applicant or by an officer of the applicant company, whose position in
Documents the company should be stated including the corporate seal. It is not necessary to notarize or

legalize the authorization. The authorization form is available at: www.biplobd.com/tm_48.html.

Administra-
tion
Responsible
for
Registration

Industrial Property Office - Department of Patents, Designs and Trade Marks
Shilpa Bhaban

Annex Building

91, Motijheel C/A

Dhaka 1000

Tel.: (880.2) 955.67.03 / 955.07.98

Fax: (880.2) 956.35.53

E-mail: patent@citechco.net

Website: http://www.biplobd.com/treadmarks.html

Costs

Costs of
registration

Registration fee is € 275.

Costs of
litigation

The costs of litigation vary according to the facts and circumstances, as well as the complexity of each
action.

Timeframe

Registration

Applications are required to be completed within 12 months.

Protection

Trademarks are registered for a term of 7 years from the date of application and may be renewed for 15-
year periods thereafter. Renewal fees must be paid before the expiry date but not more than six months
prior thereto.

Additional information

None.
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Continent: Eurasia
Country: Belarus

Country: Belarus

International Legal Framework

The Republic of Belarus is a member of the World Intellectual Property Organization (WIPO) from 26 April 1970 and of the
Paris Convention for the Protection of Industrial Property since 25 December 1991.%

Belarus has also signed the Madrid Agreement Concerning the International Registration of Marks which entered into force
on 25 December 1991 and the Madrid Protocol on the International Registration of Trademarks on January 2002.%

Belarus has a status of observer in the WTO.?

There are no bilateral agreements between Belarus and the EC specific to Gls.

National Legal Framework

Type of Sui generis protection but ex parte. No ex officio protection is available, protection is provided only at the
Protection | request of an interested party (e.g., producers).

¢ Law on geographical indications No. 127-3 of 17 July 2002 entered into force on 30 January
2003, as amended by Law No 319 of 29 October 2004, entered into force on 10 November 2004
(hereinafter referred as “the Law”);

e The Rules for Compiling and Filing Applications for Registration and Grant of the Right to Use an
Appellation of Origin and Applications for Grant of the Right to Use an Appellation of Origin Already
Registered of 21 March 2003;

e Rules for proceedings with respect to an application for registration and grant of the right to use an
Appellation of Origin and an application for grant of the right to use an Appellation of Origin already
registered;

Relevant i o . . . .
Regulatory . Rglgs for examining an application for registration and grant of the right to use an appellatlon of
Framework origin and an application for grant of the right to use an Appellation of Origin already registered;

approved by the resolution No. 6 of the Committee on Science and Technologies under the Council
of Ministers of the Republic of Belarus on 21 March 2003;

e Regulations on lodging of complaints, oppositions and applications and their consideration by the
Board of Appeals to the Patent Office adopted by the resolution No.1 of the State Patent
Committee of 17 May 2001;

e The Temporary Statute of Duties for Registration of an Appellation of Origin and Grant of the Right
to Use an Appellation of Origin;

e Statute of Patent Fees and Dues confirmed by the resolution of the Council of Ministers of the
Republic of Belarus, No. 445, of 23 March 1998.

Scope of The scope of application of the Law is more extensive than the scope of the EC system (concerns
protection | goods: agricultural and handicraft, but not services).

The English version of the Law is available on:

SENTED http://www.belgospatent.org/english/property/base/low.html.

Summary of
the Definitions of appellations of origin (AOs) and geographical indications (Gls) are similar to those
Operational | provided by the EC Regulation (Article 1 of the Law). Names and signs that meet such definition may be

2 source of information: http://www.wipo.int

24 source of information: http://www.belgospatent.org/english/property/base/contracts.html
http://www.wipo.int

% source of information: http://www.wto.org
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Continent: Eurasia
Country: Belarus

Provisions

registered.

Legal protection of AOs in Belarus is granted on the grounds of their registration in the National Center of
Intellectual Property (NCIP, the authority responsible for the registration of geographical indications in
Belarus), which carries out a formal and substantial examination of the application of the AOs. If all the
requirements are met, the AO is registered. After registration, the NCIP might still consider whether to issue
or not the certificate granting the exclusive right of the applicant to use the AO.

If the applicant does not agree with the decision of the preliminary expertise or expertise of the claimed AO
or with the decision not to grant the right to use of a registered AO, he has the right to submit an appeal to
the Board of Appeals at the patent body within 3 months from the date of reception of the decision.

The appeal shall be considered within 4 months from the date of its reception by the Board of Appeals. The
decision of the Board of Appeals can be appealed by the applicant to the High Court of the Republic of
Belarus within 6 months from the date of reception of the decision.

Unlike in the EU, there is no opposition procedure foreseen.

Any other interested party may file an appeal against the decision on application of the Patent Body to the
Appeal Council (Article 6 of the Law).

It would appear that, under the Law, the level of protection is similar to that provided in the EC
(Article 13(2) of the Law): No registered appellation of origin may be used by persons who do not have an
appropriate certificate. This also concerns the cases when the true origin is indicated or an appellation of
origin is used in translation or in combination with expressions such as “sort of”, “kind of”, “imitation” and
“the like”. Article 18 of the Law considers a range of cases where the use of an AO is unlawful and grants
the persons who have been damaged by infringements of the legislation on AOs the right to claim

damages.

The owner of a certificate to use an AO may use on the packaging of the goods to which the Gl refers,
together with the Gl also a warning mark consisting of a Latin letter R in a circle.

Specific
Provisions
(issue of
Generics,
Reciprocity)

Generic names may not be protected (definition of generic names is provided in Article 5(7) of the Law,
but, unlike in the EU, there is no criteria on how to establish a generic nature of the name; no detailed
explanation of the meaning of generic use is provided in the Law).

The protection in translation is covered by the Law (Article 13(2) of the Law).

The Law allows foreign Gls to be registered in the Republic of Belarus (Article 3 of the Law).
Therefore, the EC Gls can be registered in the Republic of Belarus.

Article 21 of the Law states that foreign citizens and legal persons bear the same rights and obligations
provided for in the Law on Gls to nationals of Belarus unless other laws of the Republic of Belarus or
international treaties to which the Republic is a party, provide for a different treatment.

Formal Requirements for an Application

Application
Forms

Unlike in the EU, there is no standard application form.

However, the Law indicates that an application must contain (Article 4(4) of the Law):
e a request for registration in which an applicant (applicants) shall be named as well as his (their)
headquarters or residence specified;
the designation with respect to which the application is filed;
the type of product for designation of which legal protection is sought;
mention of the place of manufacture of the product (limits of the geographical area);
description of the particular properties of the product.
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Continent: Eurasia
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The EC specification could potentially be re-used for these purposes.

The application must be submitted in Russian or Belorussian.

In the case of a foreign applicant:
e a document confirming his right to use the appellation of origin with respect to which the application

Relevapt is filed in the country of origin of the product;
Supporting . ; )
Documents e adocument proving payment of the prescribed fee;
o for an application filed through a patent attorney - a document attesting the power of a patent
attorney registered in Belarus.
The National Center of Intellectual Property (NCIP) of the State Committee on Science and

Administra- | Technologies of the Republic of Belarus

tion 20, Kozlova Str., Minsk, 220034, Republic of Belarus
Responsible | Tel. (375 17) 236 36 56

for Fax (375 172) 85 26 05

Registration

E-mail: ncip@belpatent.gin.by
Website: http://www.belgospatent.org

Costs

Costs of
registration

About $ 730. Foreign producers must pay the fee in USD or in Euro (~ € 565).
The translation costs usually amount to 15 USD (€ 12) for 100 words.

Costs of
litigation

From $ 750 (€ 580) up to $ 1500 (€ 1160) (depending on the complexity of the case).

Timeframe

Registration

Two months for the preliminary examination and four months for substantial examination, so in total six
months (by the Law).

Protection

A certificate is valid only for 10 years starting from the date of filing an application with the Patent Office.
The term of the certificate can be extended at the request of its holder for another ten years (filed
within 1 year from the termination of the validity of registration.

Additional information

Not a single application for registration of an AO has been filed by European producers in Belarus. Until May 2006, there
have been only three cases of AOs applied in the national Patent Office of Belarus.
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Continent: Eurasia
Country: Bhutan

Country: Bhutan

International Legal Framework

Bhutan a member of the World Intellectual Property Organization Convention since 16 March 1994 and a signatory of the
Paris Convention for the Protection of Industrial Property from 4 August 2000. Bhutan is also a party to the Madrid
Agreement on International Registration of Marks and the Madrid Protocol since 4 August 2000.%°

Bhutan is not a WTO Member.

There are no bilateral agreements between the EC and Bhutan specific to Gls.

National Legal Framework

Type of Trade Mark Regime. No ex officio protection is available. Protection is provided only at the request of an
Protection | applicant.
Relevant . . .
Regulatory e The Industrial Property Act of the Kingdom of Bhutan of 1997 last amended in 2001
Framework (hereafter referred as “the Law”).
Scope_of Applicable to all goods and services.
protection
Source The Industrial Property Act is available at:
http://www.indiaip.com/bhutan/trademarks/acts/ip1997/trademark1997.htm.
It appears that the EC geographical indications can be protected through the Industrial Property Act
as collective trademarks. The Industrial Property Act requires that trademarks, including collective marks
can be registered.
Sumtr:::ry 2 Registration requests must be sent to the Registrar, who would examine whether the application complies
. with the requirements of Section 26(1) of the Law. If the conditions are met, he publishes his decision.
Operational
Provisions oo . . . . . . .
Like in the EC, there is an opposition procedure available (no timeframe provided). If the registration of
the mark has been opposed and the opposition has been decided in the applicant’s favour, the Registrar
registers the mark, publishes a reference of the registration and issues to the applicant a Certificate of
Registration. Otherwise, he refuses the application.
Specific
Provisions | None.
(issue of
Generics,

Reciprocity)

Formal Requirements for an Application

Application
Forms

Unlike in the EC, there is no standard application form. However, the Act provides that the application
for the registration of a collective mark must contain the following elements:
e areproduction of the mark;
e a list of the goods or services for which registration of the mark is requested, listed under the
applicable class or classes of the International Classification;
e acopy of the Rules governing the use of the collective mark.
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The EC specification can be potentially used for the registration.

Registration is subject to the payment of the prescribed application fee.

Relevant
Supporting | None.
Documents
.. Registry of Industrial Property
Adm_lnlstra- Ministry of Trade and Industry - Royal Government of Bhutan
tion | Thimphy
ReSPf‘c’:;S'b'e Tel.: (975.2) 32.56.09

Registration

Fax: (975.2) 32.11.45
E-mail: subarna@druknet.net.bt

Costs

Costs of
registration

Information is not available.

Costs of
litigation

The costs of litigation vary according to the facts and circumstances, as well as the complexity of each
action.

Timeframe

Registration

There is no timeframe indicated in the Law.

Protection

The duration of protection is 10 years from the date of the filing of application and can be renewed
indefinitely.

Additional information

None.
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Continent: Eurasia
Country: Bosnia and Herzegovina

Country: Bosnia & Herzegovina

International Legal Framework

Bosnia & Herzegovina is a member of the World Intellectual Property Organization (WIPO) and a signatory to the Paris
Convention on the Protection of Industrial Property and to the Madrid Agreement on the International Registration of
Trademarks from 1 March 1992.%’

Bosnia & Herzegovina is not a WTO Member. It has an observer status from July 1999.?

There are no bilateral agreements between the EC and Bosnia & Herzegovina specific to Gls.

National Legal Framework

Type of Sui generis protection. It appears that ex officio protection is available, since chambers of commerce,
Protection | municipalities and Governmental bodies may initiate the proceedings and control the use of Gls.

¢ Industrial Property Law of Bosnia and Herzegovina, which was adopted on 27 February 2002
and entered into force on 27 August 2002 (hereinafter, referred to as “the Law”); Section IV is

Relevant devoted to the protection of Marks of Origin;
Regulatory e Law on the Amendment of the Industrial Property Law of Bosnia and Herzegovina (“Official Gazette
Framework BIH, No. 29/02);

e Regulation on Geographical Indications (“Official Gazette BIH, No. 22/02);
e Law on administrative fees (“Official Gazette BIH, No. 5/95).

Scope of The scope of application of the Law is more extensive than the scope of the EC system (concerns
protection goods: natural, agricultural, mining and industrial products and handicrafts, but not services).

The Law is only available in Bosnian on:
http://www.basmp.gov.ba/iv/izakoniv.htm.

The electronic version of the Law in English in not available.
Official Publication of the Law is in Official Gazette BiH No. 3/02.

Source

Definition of Marks of Origin (MO) is similar to one provided by the EC Regulation for geographical
indications (Article 116 of the Law). Names and signs that meet such definition may be registered.

Applications for registration of an MO must be filed to the Institute for Intellectual Property of Bosnia
and Herzegovina (hereinafter, referred to as the Institute), the authority for the registration of Marks of
Summary of | Origin.

the
Operational | Foreign applicants can only apply for the registration of a Mark of Origin through an authorised
Provisions | agent (Article 116 of the Law).

Unlike in the EC law, there is no opposition procedure available under the Law.

It appears that, under the Law, the level of protection is similar to that provided in the EC: No
registered Marks of Origin may be used in cases where the goods do not come from the indicated
geographical area or when the MO is used in translation or in combination with expressions such as “sort

27 Source of information: http://www.wipo.int
2 Source of information: http://www.wto.org.

O'CONNOR AND COMPANY 30 Insight Consulting

EUROPEAN LAWYERS



http://www.basmp.gov.ba/iv/zakoniv.htm
http://www.wipo.int/
http://www.wto.org/
http://www.wto.org/

Continent: Eurasia
Country: Bosnia and Herzegovina

of”, “kind of”, “imitation” and “the like”. The use of false or misleading information as to the origin, nature or
essential qualities of the product on its packaging, or in advertising material or documents relating to the
product is also prohibited (Article 125 of the Law).

Decisions refusing to grant protection by the Institute can be appealed in the court.

Specific
Provisions
(issue of
Generics,
Reciprocity)

The Law does not apply to generic names commonly used for a long time to identify certain goods in
Bosnia & Herzegovina (Article 117 of the Law). Unlike in the EC Law, there are no provisions in the Law
on how to determine a generic nature of a geographical name.

Reqistered Marks of Origin are protected in translation (Article 125 of the Law).

Foreign physical and legal persons may register their AOs in Bosnia & Herzegovina in accordance with the
principle of reciprocity or with International treaties to which Bosnia & Herzegovina is a signatory (Article 4
of the Law). Therefore, EC Gls may be registered in Bosnia & Herzegovina.

Formal Requirements for an Application

Application
Forms

Unlike in the EU, there is no standard application form.

However, pursuant to Articles 119 and 120 of the Law, an application must contain:

a request for registration of the MO;

indication of the name and address of the applicant;

a description of the MO applied for registration and its reproduction;

list of goods to which the MO applies;

indication of the territory, country, region and location of origin of the goods;

rules on the use of the MO and other conditions to be met by other users of the same MO;
other information in accordance with the implementing regulations.

The EC specification can potentially be re-used for these purposes.

In addition to the aforementioned requirements, an application must be accompanied by a document

Relevant g R . . ;
Supporting certifying payment of the application fee in order to be considered valid.
Rechionts For foreign applicants: a signed power of attorney referring to an authorised agent in Bosnia.
Institute for Intellectual Property of Bosnia and Herzegovina
Administra- Hamdije Cemerlica 2/7
tion (Energoinvest Building)
Responsible 71000 Sarajevo
pfor Tel. (387 33) 521 848

Registration

Fax (387 33) 652 757
E-mail: info@basmp.gov.ba
Website: http://www.basmp.gov.ba

Costs

Costs of
registration

e For requests, pleas, propositions, applications and other submissions, unless otherwise prescribed
by this Tariff 5 KM (in accordance with the Law on Administrative Fees, it is approximately € 48);

e For appeal against the decision 10 KM (€ 96);

e For certificates, unless otherwise prescribed 15 KM (€ 144).
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Costs of Costs for legal assistance on the case are between € 500 and € 1500 (depending on the complexity of the
litigation case).

Timeframe

Registration | Approximately 5 — 8 months.

As in the EU, protection of geographical signs is of an unlimited duration and there is no need to renew the
registration. Maintenance of a Mark of Origin does not require payment of any fees (Article 123 of the Law).

Protection

Additional information

None.
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Continent: Eurasia
Country: Brunei Darussalam

Country: Brunei Darussalam

International Legal Framework

Brunei Darussalam is a member of the World Intellectual Property Organization (WIPO) from January 1994.%° It is not a
signatory of any of the international agreements on trademarks or Gls.

Brunei Darussalam is a WTO Member since 1 January 2005.%

Brunei Darussalam is a member of ASEAN since 8 January 1984.

There are no bilateral agreements between Brunei Darussalam and the EC specific to Gls.

National Legal Framework

Type of Trademark regime (no ex officio protection is available, protection is provided only at the request of an
Protection | interested party).

Relevant i
Regulatory * The Trade Marks Act (S:ap 98) ?nd the Trade Mark Rules, 2000 effective as of 1 June 2000
e (hereinafter referred as “the Law”).

Scope_of Applicable to all good and services.
protection

A hard copy of the Law can be obtained from the Printing Department of the Prime Minister's Office, Brunei
Source Darussalam. E-Mail: PRO@jpm.gov.bn

Telephone: 673 — 2229988 - Fax: 673 - 2241717
Address: Prime Minister's Office - Istana Nurul Iman - Bandar Seri Begawan BA1000

Summary of
the
Operational
Provisions

The EC Gls can be protected in Brunei Darussalam as collective or certification marks.

An application for the registration of a collective or certification mark must be filed on Form TM 32 together
with the prescribed fee (B$ 150.00 per class ~75€). Within 9 months of the date of application, the applicant
must file Form 23 accompanied by a copy of the regulations governing the use of the mark.

In order to register a trademark, substantive and formal examinations of the application will be required.

International priority is available under the Paris Convention. A trade mark owner who has filed an
application for protection of a trade mark in a member state of the Paris Convention, or the World Trade
Organisation, has a right of priority of six months from the date of filing the first application for the purpose
of registering the same trade mark in Brunei in respect of any or all of the same goods and services. A
certified copy of the Convention application must be filed together with the Brunei application for
registration or within three (3) months of the filing date of the Brunei application.

The protection afforded by a registration covers the use of an identical or confusingly similar mark, not only
in relation to goods or services specifically covered in the registration, but also in relation to similar goods
or services.
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Specific
Provisions
(issue of
Generics,
Reciprocity)

None.

Formal Requirements for an Application

Application

Like in the EC, there is a standard application form. Application for the registration of a trade mark is
made by filing a request to the Registrar on Form TM 1 which can be obtained from the Office of the

FELTE Registrar of Trade Marks (see below).

Relevant The application form (Form TM1) must be accompanied by the prescribed fee and a representation of the
Supporting | mark. A foreign applicant must provide a local address for service by filing Form TM22 together with the
Documents | prescribed fee.

Office of the Registrar of Trade Marks,
First Floor, The Law and Courts Building,
Administra- | KM 1 Jalan Tutong,
tion Bandar Seri Begawan BA1910
Responsible | Brunei Darussalam
for

Registration

Tel: +673 - 2231200/2220382/2231193/2231194/2231196
Fax: +673 - 2231230
E-mail : info@agc.gov.bn

Costs
Costs of
registration B$ 150.00 per class (~ € 75).
Costs of Depends on complexity of the Law, starts from (B$ 1.500 or € 750).
litigation

Timeframe

Registration

A straightforward application can be registered within 6 months from the date of filing. More complex
applications may take up from 10 to 12 months.

Protection

10 years, renewable for further periods of 10 years on payment of the prescribed fee.

Additional information

The Trade Marks Rules of 2000 are currently being amended. The Office of the Registrar of Trademarks will be

implementing an e-Filing system for trademarks by the end of 2006.
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Country: Cambodia

Country: Cambodia

International Legal Framework

Cambodia is a member of the World Intellectual Property Organization from 25 July 1995 and a signhatory to the Paris
Convention for the Protection of Industrial Property from 22 September 1998.%

Cambodia is a WTO Member from 13 October 2004.*

There are no bilateral agreements between the EC and Cambodia specific to Gls.

National Legal Framework

Trademark regime. No ex officio protection is available, protection is only granted at the request of an
interested party.

Type of
Protection | Cambodia is in the process of establishing a legal framework for the protection of Gls. It will provide
for a sui generis protection. It seems that no ex officio procedure will be available, protection will be granted
at the request of an interested party.

e The Law concerning Marks, Trade Names and Acts of Unfair Competition entered into force

Relevant on 8 January 2002 (hereinafter referred as the “Law”).
Regulatory e The Sub-Decree No 46 on the Implementation of the Law concerning Marks, Trade Names
Framework and Acts of Unfair Competition which was enacted on 12 July 2006 (hereinafter referred as the

“sub-Decree”).

Scope of All goods and services.

protection
The Law concerning Marks, Trade Names and Acts of Unfair Competition is available at:
http://www.ecapproject.org/fileadmin/ecapll/pdf/en/information/cambodia/tm law english_promulgated by
king 070202.pdf.
Source

An unofficial translation of the sub-Decree n°46 is available at:
http://www.ecap-
project.org/fileadmin/ecapll/pdf/en/information/cambodia/cambodia_trademark sub decree 46.pdf.

Registration of trademarks: Applications for registration of a mark must be filed with the Ministry of
Commerce on the Form prescribed. The Law covers collective marks which are covered by the same

provisions as marks (Section 2 of the Sub-Decree 46).
Summary of

thef The Law states that right of priority in the mark registration can be granted based on the conditions that the
Operational . : . L . : . S
Provisions applicant attaches a declaration claiming the priority of an earlier national or regional application filed by the

applicant or his predecessor in title in any country member of the Paris Convention or the World Trade
Organization. In this case, the Registrar may require the applicant to furnish, a copy of the earlier
application, certified as correct by the Office of which this application was filed.

31 Source of information: www.wipo.int.
32 Source of information: http://www.wto.org.
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If the registrar formulates objections a written procedure is available during 45 days to amend the
application. A hearing can also be organized at the request of the applicant.

If the registrar finds that all the conditions are fulfilled, he registers the mark, issues to the applicant a
certificate of registration and publishes a reference to the registration in the Official Gazette of the Ministry
of Commerce.

Like in the EC, an opposition procedure is available within 90 days after the publication of the
registration (Article 10 of the Law).

Level of protection: Article 3 of the Law provides for an exclusive right to a registered mark. Trademark
owners can also institute court proceedings against any person who infringes the mark (Article 11) and
make application to the customs or the competent authorities or court to suspend clearance of goods
suspected of being counterfeit (Article 35). Counterfeiters are liable to a fine of from 1 to 20,000,000 Riels
(~ 200 to 4,000 €), or to imprisonment from one to five years, or both (Article 64). Imitators are liable to a
fine of from five to ten million Riels (~ 1,000 to 2,000 €), or to imprisonment from one month to one year, or
both (Article 65).

Specific
Provisions
(issue of
Generics,
Reciprocity)

None.

Formal Requirements for an Application

Application
Forms

Like in the EC, there are standard application forms that are available free or charges by the Registrar.

The application for a collective mark must contain:
e Name of the applicant;
Address for communication in Cambodia;
Reproduction of the mark;
Specification of goods or services in each class;
Required filing fee for each class of goods or services;
A copy of the regulation governing the use of the mark, duly certified by the applicant (no
legalization required).

Publication of the registration of a collective mark, in accordance with Article 19 (1) of this Sub-Decree,
shall include a summary of the regulation appended to the registration.

Applications must be filed in Khmer or English.

Relevapt A Power of Attorney appointing an agent to file the application may be attached together with the
Supporting o : . o e
application or submitted to the Registrar within two months from its filing date.
Documents
Industrial Property Office
Administra- | Ministry of Commerce
tion Intellectual Property Division
Responsible | 20 A-B Norodom Blvd.
for Phnom Penh

Registration

Tel.: + 855 23.36.68.75/ 16.87.08.09
Fax: + 855 23.42.63.96/ 23.36.31.40

E-mail: ipd@moc.gov.kh
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www.moc.gov.kh

Costs

Costs of Registration fees: +/- 240 €
registration

Costs of Would depend on the complexity of the case.
litigation

Timeframe

Registration | Not available.

Protection | 10 years; renewable. In order to maintain or renew a registration, the registered owner of a mark is required
to file Affidavit of Use or Non-Use of mark within one year following the fifth anniversary of the date of
registration of the mark. Affidavits shall be made before a Consul or Notary Public or certified legal
practitioner.

Additional information

None.
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Continent: Eurasia
Country: China

Country: China

International Legal Framework

China is a member of the World Intellectual Property Organization from 3 June 1980 and a signatory to the Paris
Convention for the Protection of Industrial Property from 19 March 1985 and the Madrid Agreement concerning the
International Registration of Marks from 4 October 1989.%

China is a WTO Member since 11 December 2001.>*

There are no bilateral agreements between the EC and China specific to Gls.

National Legal Framework

Dualism: Trademark regime which covers trademarks with geographical names and sui generis
protection of geographical indications.

Type of |Sui generis protection of Gls:| it would appear that ex officio protection is available, where the state
Protection | or public authorities are responsible for the policing and ensuring Gl protection.
Trademark regime:| No ex officio protection is available under the trademark regime, protection is
provided only at the request of an interested party (e.g., producers).
ISui generis protection of Gls:|

e The State General Administration of Quality Supervision, Inspection and Quarantine (AQSIQ)
issued on 7 June 2005 the Regulation on Protection of Products of Geographical Indications, which
came into force on 15 July 2005 (hereinafter, referred as “the Gl law”).

Relevant Trademark regime|
Regulatory e The Chinese Tradgmark Law of 23 August 1982 amended on 22 February 1993 and on 27
EEeeE October 2001 (hereinafter, referred as “the TM Law”);

e Regulation for the Implementation of the Trademark Law of the People’'s Republic of China,
promulgated by Decree N° 358 of the State Council of the People’s Republic of China on 3 August
2002, and effective as of 15 September 2002;

e Measures for the Registration and Administration of Collective Marks and Certification Marks,
issued by the State Administration for Industry and Commerce issued on 17 April 2003. These will
be collectively referred hereinafter as the “Trademark Law”.

ISui generis protection of Gls: the scope of application of the Law is more extensive than the scope
Scope of of the EC system (concerns goods: agricultural and handicraft, but not services).
protection
Trademark regime:| all goods and services.
ISui generis protection of Gls:|
The text of the Regulation on Protection of Products of Geographical Indications is available on
Source http://www.npgi.com.cn/documents/200603/141.shtml?id=141&table=law

Official website: http://www.agsig.gov.cn.

3 Source of information: http://www.wipo.int.
34 Source of information: http://www.wto.org.
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Continent: Eurasia
Country: China

Trademark regime;]
The text of the Trademark Law is available on http://www.chinaiprlaw.com/english/laws/laws11.htm.

The text of the Measures for the Registration and Administration of Collective Marks and Certification
Marks is available on the official web site of the Chinese Trademark Office http://sbj.saic.gov.cn/english.

The text of the Regulation for the Implementation of the Trademark Law of the People’ s Republic of China,
is available on the official web site of the Chinese Trademark Office
http://sbj.saic.gov.cn/english/show.asp?id=53&bm=flfg.

Summary of

ISui generis protection of Gls|

The Regulation on Protection of Products of Geographical Indications defines geographical indication in
a way similar to the EU legislation (Article 2 of the GI Law). If a product with geographical indication
needs to be protected, an application must be filed with the relevant government office and the approval or
the registration for protection must be obtained.

The application must be accompanied by the specification with standards of production and management
norms (the EC specification can potentially be re-used for these purposes).

The General Administration of Quality Supervision, Inspection and Quarantine (AQSIQ) (the authority
responsible for registration of Gls) examines the application first formally, and then substantially.

The registration procedure is divided into three phases:

e Application for registration;
e Formal and substantial examination of the application;
e Publication of the decision to grant a Protection Title to a Gl or refusal of application.

It is possible to oppose registration to the AQSIQ within two months after the publication of
acceptance by the AQSIQ. In the case of opposition, the AQSIQ has to organise an expert committee to

the conduct technical examinations over the applications.
Operational | If the geographical indication is not used within two years after its registration, the AQSIQ can cancel the
Provisions | registration.
It would appear, under the Law, that the level of protection is similar to that provided in the EC:
Unauthorised use of registered geographical indications is prohibited. This also concerns the cases when
the true origin is indicated or a geographical indication is used in translation or in combination with
expressions such as “sort of”, “kind of”, “imitation” and “the like”.
EC geographical indications, protected under EC leqgislation, may potentially be reqistered in China
as certification and/or collective trademarks or as products of geographical indications under the
AQSIQ Requlation on Protection of Products of Geographical Indications.
Trademark regime|
Definition of geographical indications is similar to the one provided by the EC Regulation (Article
16.2 of the Trademark Law). Names and signs that meet such definition may be registered as collective or
certification marks (Article 3 of the Trademark Law) but they also need to meet the specific requirements of
those categories.
A collective mark may be used by any natural or legal person or other organization whose goods satisfy the
conditions set out in the registration. However the organisation in control of these registered marks (in
practice, it would be the consorzio, consejo regulador, interprofession or others) are entitled to examine
whether the requirements for use are respected.
Specific : i _
Provisions | ISui generis protection of Gls|
(issue of Geographical indications for all goods are protected in translation.
Generics,
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Continent: Eurasia
Country: China

| Reciprocity) |

Formal Requirements for an Application

Application
Forms

iSui Generis Protection for Gls:|

Unlike in the EU, no standard application form exists.

Under the GI Law (Article 10) , an application must contain:
e The name and address of an applicant;
e The certifying materials of Gl products, in particular:

a)
b)

c)

d)

e)

The application for protection of Gl products;

The name and classification of products, the boundary of geographical origin and
geographical features;

The quality elements of the product, including physical, chemical, microbiological and
organoleptic characteristics, and their correlations with the natural and human factors of
the region as specified by the geographical indication;

The specification of production techniques (including processing techniques, food safety
and hygienic requirements, technical requirements on processing equipment, etc);

The popularity of products, production, sales and historical facts of the product in question.

e Technical standards of the Gl products under application.

Since the EC specification has a similar list of necessary documents, it can potentially be re-used
for these purposes.

[Trademark regime|

An application, under the Trademark Law (Article 7), must be accompanied by documents showing the

following:

e the given quality, reputation or any other characteristic of the goods indicated by the geographic
indication;

e the correlation between the given quality, reputation or any other characteristic of the goods, and
the natural and human factors of the region indicated by the geographic indication;

e the boundary of the region indicated by the geographic indication (therefore, the EC
specification can be potentially re-used for these purposes).

All documents must be submitted in Chinese.

Registration

SESI::rat?r:g Proof of the fee paid (in both cases: for the registration as a certification or collective trademark or as a
Documents product of geographical origin).
Trademark Office under the State Administration for Industry and Commerce
No.8 Sanlihedonglu, Xicheng District, Beijing
Post code: 100820
Administra- Telephone: 86-10-68027820, 86-10-68052266 (voice reference)
. Fax: 86-10-68013623
tion o .
. Website: www.ctmo.gov.cn or www.saic.gov.cn
Responsible
for

General Administration of Quality Supervision, Inspection and Quarantine
No.9, Madian East Road, Haidian District, Beijing

Zip code: 100088

Tel: 0086-10-82260092, 82261946

Website: http://www.ccc-us.com/agsig.htm
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Continent: Eurasia
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Costs

Costs of
registration

IGI Product registration|
No specific amounts are fixed in the Law.
All documents must be submitted in Chinese, therefore costs of translation need to be taken into account.

[Trademark registration;|

€ 100 Search (word mark);

€ 450 Registration (including official filing fee but limited to 10 items only);

€ 80 Obtaining Certificate of Registration.

All documents must be submitted in Chinese, therefore costs of translation need to be taken into account.

Costs of
litigation

Trademark regime or GI products: From € 500 to € 2500 (depending on the complexity of the case).

Timeframe

Registration

ISui Generis Protection for Gls:| 12-15 months (approximately, no timeframe is indicated in the Gls Law).

|Trademark regime:| 10 months (approximately, no timeframe is indicated in the Trademark Law).

Protection

ISui Generis Protection for Gls: Protection is unlimited in time as long as the conditions of use of
registered Gls are respected.

Trademark regime:| Registered trademarks are granted for 10 years (with a possibility to renew for another
10 years).

Additional information

At the moment both systems of protection of geographical indications co-exist and some efforts are required to harmonize
the relationship between two governmental bodies: the Department of Quality Supervision, Inspection and Quarantine and
the Administration of Industry and Commerce in order to avoid any inconsistencies that might exist in the application of the
Chinese Trademark Law provisions and the new Gl law.
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Continent: Eurasia
Country: Croatia

Country: Croatia

International Legal Framework

Croatia is a member of the World Intellectual Property Organization from 12 May 1976, a signatory to the Paris Convention
for the Protection of Industrial Property from 10 October 1925 and the Madrid Protocol Concerning the International
Registration of Marks from 1 January 1999. Croatia has signed the Madrid Agreement for the Repression of False or
Deceptive Indications of Source on Goods on 21 August 1930.%

Croatia is a WTO Member from 26 March 1995.%

There are no bilateral agreements between the EC and Croatia specific to Gls.

National Legal Framework

Type of Sui generis protection. It appears that an ex officio protection is available; protection is provided at the
Protection | request of any association in the field of trade and by the State Attorney (Article 48 of the Law).

Relevant e Act on GlIs and Designations of Origin of Products and Services OG No. 173/2003 of 31
Regulatory October 2003, in force from 1 January 2004 (hereinafter, referred as “the Law”);
Framework e Regulations on Gls of Products and Services, No. 72/2004 in force from 1 June 2004.

Scope of The scope of application of the Law is more extensive than the scope of the EC system (concerns
protection | the protection of Gls and designations of origin for agricultural products and foodstuffs, and services).

Official Publication of the Law: Zagreb, 1 September 2005.

Source Texts are available at: http://www.dziv.hr/dziv-new/en/default.aspx?pArtID=58&selection=4.

Definitions of designations of origin and geographical indications are similar to those provided by
the EC Regulation (Articles 2 and 3 of the Law). Traditional geographical and non-geographical
names that meet such definitions for goods and services may be registered (Article 4 of the Law).

The State Intellectual Property Office of Croatia (the authority responsible for registration of Gls)
examines the application first formally and then substantially (Article 11 of the Law). No appeal shall be
allowed against the administrative decision ruled by the Office, nevertheless an administrative litigation
proceeding may be directly initiated (Article 11.2 of the Law).

Summary of
the
Operational

e As in the EU, there is an opposition procedure available within three months from the date of

publication in the Official Gazette (Article 30 of the Law).

It would appear that, under the Law, the level of protection is similar to that provided in the EC: No
registered designations of origin or geographical indications may be used in the cases when the genuine
origin is indicated or when used in translation or in combination with expressions such as “sort of”, “kind of”,
“imitation”, “according to process” and “the like” (Article 16 of the Law). The use of misleading information

% Source of information: http://www.wipo.int.
% Source of information: http://www.wto.org.
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Continent: Eurasia
Country: Croatia

as to the true origin, nature and quality of a product on the packaging, advertising materials or other
documents is also prohibited.

Any interested person may appeal for the protection of rights before a competent Commercial Court on
the territory of which the authorised users of such a Gl or DO have a domicile or an establishment in
Croatia against the person infringing any of the rights referred to in the Law (Article 50 of the Law).

A legal action may be instituted within three years from the date of the infringement and the perpetrators
discovered, and no later than within five years from the date on which particular infringement occurred
(Article 51 of the Law).

Specific
Provisions
(issue of
Generics,
Reciprocity)

As in the EC, generic names may not be protected (definition of generic names and certain criteria on
how to establish a generic nature of the name are provided in Article 8 of the Law and are similar to the EC
definition and criteria provided in Article 3 of EC Regulation 510/2006).

Geographical indications and designations of origin, used in translation, are protected (Article 16.6 of the

Law).

EC Gls may be registered in Croatia. The Law allows foreign geographical indications to be
registered in Croatia if they have been granted such rights in the country of origin and if they
comply with the requirements defined by the Law (Articles 10.2 of the Law).

EC producers not having a principal place of business, a domicile or a habitual residence in Croatia may
initiate actions before the Office solely through authorised agents entered in the specific register with the
Office (Article 14.1 of the Law).

Formal Requirements for an Application

Like in the EU, there is a standard application form provided by the Law.

The Law indicates that an application must contain (Article 21 of the Law):
e Arequest for the entry of a geographical indication or a designation of origin in the register;
e A specification (description);
e The evidence on the protection of a geographical indication or a designation of origin in the form of
a true copy of a public document or other legal document in the official language of the country of
origin or a certified translation into the Croatian language, if the applicant is a foreign person;

Application e The evidence of the effected payment of the administrative fee and procedural charges;
Forms e A power of attorney, if the applicant is represented by an authorised representative or an
authorised person;
e A signature of the applicant, or his representative, or the authorised person.
The EC specifications can be potentially re-used for these purposes.
The application shall be written in Croatian language and foreign applications for registration must have
a certified translation in the Croatian language and a public document of protection in the official language
of the country of origin.
Relevant Together with the application for the registration, EC Gls shall also supply a certified copy of an official
Supporting document, or other legal document, written in the official language of the country of origin, providing
Documents | €vidence that the Gl is protected in that country, as well as a certified translation of the same document in

the Croatian language. The EC Certificate of Protection of PGls and PDOs can be used.

O'CONNOR AND COMPANY 43 Insight Consulting

EUROPEAN LAWYERS




Continent: Eurasia
Country: Croatia

Administra-
tion
Responsible
for
Registration

State Intellectual Property Office
Ulica grada Vukovara 78

10000 Zagreb

Tel.: + 385.1 610.61.00

Fax: + 385.1 611.20.17

E-mail: ipo.croatia@patent.htnet.hr
Website: http://www.dziv.hr

Costs

Costs of
registration

e A request for the entry of a geographical indication or a designation of origin into the register is
HRK 150,00 (€ 20);

e An opposition to a published application is HRK 200,00 (€ 27);

e Arequest for the entry of the user of a geographical indication into the register is HRK 75,00 (€ 10);

e A request for the acquisition of a right of use of a designation of origin and the entry into the
register of users is HRK 100,00 (€ 13);

e A request for the extension of effects of the right of use of a designation of origin for a ten-year
period, and the publication of the entry into the register, per user is HRK 100,00 (€ 13);

e A request for the extension of effects of a right of use of a foreign designation of origin for a ten-
year period, and the publication of its entry into the register, a unique fee for all the users is HRK
250,00 (£ 35).

These administrative fees are fixed by the Law of Croatia on Administrative Fees in the Field of Intellectual
Property Rights, the text of the law is available at http://www.lexadin.nl/wlg/legis/nofr/eur/Ixwecro.htm.

Costs of
litigation

Approximately Croatian Kuna (HRK) 7.250 (~€ 1000).

Timeframe

Registration

Not available in the Law.

Protection

As in the EU, protection of Gls is of an unlimited duration (Article 41 of the Law). However, the right of
use of a geographical indication lasts for ten years. This right may be renewed for un unlimited number of
times (Article 42 of the Law).

Additional information

None.
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Continent: Eurasia
Country: East Timor

Country: East Timor

International Legal Framework

East Timor is not a WIPO member.*’
East Timor is not a WTO Member.*®
There are no bilateral agreements between the EC and East Timor specific to Gls.

National Legal Framework

There is currently no intellectual property framework in East Timor.

According to the information of WIPO, the laws of Indonesia in force as of 25 October 1999 are applicable

Type of in East Timor unless they have been specifically revoked and replaced by Timorese law.
Protection
The Ministry of Justice of East Timor accepted the “re-registration” of Indonesian trademarks. However, it is
not clear that Indonesian trademark registrations will be automatically recognized. Therefore, in order to
find out how to register trademarks in East Timor, consider the file “Indonesia”.
Relevant
Regulatory | See above.
Framework
Scope_of See above.
protection
Source See above.
Summary of
the See above.
Operational
Provisions
Specific
Provisions | See above.
(issue of
Generics,
Reciprocity)
Formal Requirements for an Application
SEElE See above.
Forms
Relevant
Supporting | See above.
Documents
Administra-
tion The Ministry of Justice of East Timor
Responsible
for

Registration

37 Source of information: http://www.wipo.int/treaties.
3 Source of information: http://www.wto.org.
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Continent: Eurasia
Country: East Timor

C9$ts ?f See above.
registration

(.:9sts. of See above.

litigation

Registration | See above.

Protection See above.

None.
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Continent: Eurasia
Country: Georgia

Country: Georgia

International Legal Framework

Georgia is a member of the World Intellectual Property Organization from 25 December 1991 and a signatory to the Paris
Convention for the Protection of Industrial Property from the same date. Georgia is a member of the Protocol Relating to the
Madrid Agreement Concerning the International Registration of Marks from 20 August 1998.

Georgia is a party to the Lisbon Agreement on Appellations of Origin from 23 September 2003. According to that
Agreement appellations of origin registered in the International Register established by the Agreement are protected in all
countries that are parties to that Agreement (among them France with 564 registrations and Italy with 26 registrations).*
Georgia is a WTO Member from 14 June 2000.%°

There are no bilateral agreements between the EC and Georgia specific to Gls.

National Legal Framework

Type of Sui generis protection (no ex officio protection is available; protection is only provided at the request of
Protection | any interested party (natural persons or legal entities)).

e Law on Appellations of Origin and Geographical Indications of Goods November 1999
(hereafter, referred as “the Law”);

e Presidential Decree of 2002 on the registration of Gls.

Relevant

Regulatory | An international registration of European Gls through the Lisbon Agreement is possible under the

Framework | following conditions:

1. The Gl must come from an EU Member State signatory to the Lisbon Agreement;

2. The International registration will only have effect in the countries signatories to the Lisbon
Agreement.

Scope of The scope of application of the Law is more extensive than the scope of the EC system (concerns
protection | goods: agricultural and handicraft, but not services (Article 3 of the Law)).

Source English version of the Law is available at: http://www.sakpatenti.org.ge/eng/e-index.html.

Definitions of appellations of origin (AOs) and geographical indications (Gls) are similar to those
provided by the EC Regulation (Article 3 of the Law). Names and signs that meet such definition may be
Summary of | registered.

the
Operational | It appears that the EC Gls producers can obtain protection on the basis of the international
Provisions | agreement (Article 7 of the Law).

Registration procedure: Sakpatenti (the National Intellectual Property Center — office responsible for
registration of Gls and AOs in Georgia) examines the applications first formally, and then substantially. If

39 Source of information: http://www.wipo.int.
0 Source of information: http://www.wto.org.
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Continent: Eurasia
Country: Georgia

the conditions for protection are satisfactory, the application documents will be published in the Official
Bulletin of the Industrial Property of Georgia, in one central and in one local newspaper.

Unlike in the EU, there is no opposition procedure available. Additional materials or information may be
submitted to the Ministry of relevant field if further investigation is required.

It would appear that, under the Law, the level of protection is similar to that provided in the EC:
once registered, Gls and AOs may not be used by others, neither in its original language accompanied with

such words as “type”,

Law).

However, protection of the appellation of origin or geographical indication of a foreign country (EC
Gls in this case) may be cancelled under the conditions of the inter-state agreement*’ (Article 13(2)

of the Law).

style”, “similar”, “as produced in”, etc. nor in a translated version (Article 11 of the

Specific
Provisions
(issue of
Generics,
Reciprocity)

Generic names will not be registered (Article 5 of the Law, but, unlike in the EU, no definition or criteria
of how to establish a generic nature of a geographical name).
As in the EU, after registration, the protected AO or Gl may not become generic (Article 11(3) of the Law).

It appears that the EC Gls can obtain protection in Georgia as appellations of origin or geographical
indications on the basis of an international agreement. The appellation of origin and geographical
indication protected under the international agreement shall be registered at Sakpatenti (Articles 4.2

of the Law).

Formal Requirements for an Application

Application
Forms

Applications must be submitted in Georgian language (Article 7(3) of the Law).
Unlike in the EU, there is no standard application form.

However, the Law indicates that an application must contain (Article 7(4)):

a request for registration of an appellation of origin or geographical indication;

full name and legal address of the applicant;

appellation of origin or geographical indication;

name of the goods for which the registration of the appellation of origin or geographical indication is

requested,;

e description of the goods and the raw material, with the indication of their chemical, physical,
microbiological and/or organoleptic and other characteristics;

e description of location of the geographical area indicating its exact boundaries;

e document issued by the local administrative body confirming that the goods originate from that
geographical area;

e the description of production technology and conditions and methods of production specific for the
relevant geographical area, in the case of their existence;

e documents confirming, that specific quality or features of the goods are essentially or exclusively
due to a particular geographical environment with its inherent natural and human factors, or
specific quality, reputation or characteristics of the goods are attributable to the geographical area;

e document confirming payment of the examination fee;

e power of attorney issued by an applicant in the name of his representative, if the application is filed
by the representative;

e signature of the applicant or his representative.

4 Inter-state agreements are agreements between governments of two or more states.
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Continent: Eurasia
Country: Georgia

Relevant

Supporting | None.

Documents
Industrial Property Office

- National Intellectual Property Center (Sakpatenti)
Adrr:ilg:]stra- 6, I. Chavchavadze | Lane
Resbonsible 0179 Thilisi
pfor Tel.: + 995.32 25.17.61 / 25.17.60

Registration

Fax: +995.32 98.84.19 / 98.84.26

E-mail: sakpatenti@wancx.net

Website: www.sakpatenti.org.ge

Costs

Costs of
registration

No indication in the Law. It can be determined by the bilateral agreement concluded by Georgia and foreign

country.

Costs of
litigation

Approximately $ 800 (€ 622).

Timeframe

Registration

Three months (Article 8.6 of the Law).

Protection

No indication in the Law, can be determined by the bilateral agreement concluded by Georgia and foreign

country.

Additional information

According to the official web site of the Industrial Property Office 10 designations of origin have been registered so far.
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Continent: Eurasia
Country: Iceland

Country: Iceland

International Legal Framework

Iceland is a member of the World Intellectual Property Organization from 13 September 1986, a signatory to the Paris
Convention for the Protection of Industrial Property from 5 May 1962 and the Madrid Protocol Concerning the International
Registration of Marks from 15 April 1997.%

Iceland is a WTO Member from 1 January 1995.2

There are no bilateral agreements between the EC and Iceland specific to Gls.

National Legal Framework

Type of Trademark protection. No ex officio protection is available; protection is provided only at the request of a
Protection | third party.

Relevant e The Trade Marks Act No. 45 of 22 May 1997 (hereinafter, referred as “the Law”);
Regulatory e Collective Marks Act No 155/2002;
Framework e Regulation on the registration of trade marks No 310/1997.

Scope_of The scope of Trademark protection concerns all goods and services.

protection

Source Texts are available at: http://www.patent.is/focal/webguard.nsf/key2/actandregulations.html

Summary of
the
Operational
Provisions

It appears that EC Gls may be protected in Iceland under the TM Law. There is no definition of Gls
in the Law.

Wines and spirits are explicitly protected (Article 14 of the Law).

Marks indicating exclusively, or with only minor alterations or additions, the type of product, condition,
quantity, use, price,_origin or when it was produced, shall not be deemed to possess sufficiently distinctive
characteristics and therefore can not be registered (Article 13 of the Law).

However, notwithstanding the provisions of Article 13 of the Law, and in accordance with Article 3 of the
Collective Trademarks Act, marks or information which indicate the geographical origin of goods or
services may be considered to constitute Collective Marks. Such a mark does not grant its owner the
right to forbid a third party the use of the mark or the information for professional purposes, provided the
use be in conformity with good business practises.

Therefore, the EC Gls could be protected as collective trademarks (Article 3 of the Law). The
Icelandic Patent Office (the authority responsible for registration of Gls) examines the application first
formally, and then substantially (Article 12 of the Law).

2 Source of information: http://www.wipo.int.
3 Source of information: http://www.wto.org
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Continent: Eurasia
Country: Iceland

As in the EU, there is an opposition procedure available within two months from the date of
publication in the Patent Gazette.
The holder of the rights whose rights have been infringed may apply to the Court (Article 41 of the Law).

The Law allows foreign geographical indications from the countries parties to the Paris Convention
and WTO to be registered in Iceland. For those who has neither activities in this country nor is a resident
of a state which is a party to the Paris Convention for the Protection of Industrial Property or the agreement

Pi:):i::gzs on the establishment of the World Trade Organisation (WTO) must prove that he has obtained registration
(issue of for a corresponding mark in his home country for the goods or services covered in his application (Article
f 33 of the Law).
Generics,
REHEEIE) It is possible to apply for an international registration based on an Icelandic application or registration,
through the Madrid registration system. Chapter VIII of the Law is dedicated to the International
Registration.
Formal Requirements for an Application
Unlike in the EC, it appears that there is no standard application form.
However, the Law indicates that an application shall be signed by the applicant or his agent and shall
specify:

e the trade mark; if the mark is not only a word mark written in normal letters an illustration of it shall
be supplied on the form; this illustration must be clear and not larger than 8 x 8 cm; two additional

Apolicati copies of the illustration shall accompany the application;
Fgr?n:(s:a lon e the name, address and identification number of the applicant;

e the name, address and identification number of the agent;

e in the case of an applicant who is not domiciled in Iceland, the goods or services for which
registration is requested, together with the class of goods or services in accordance with the
provisions of the Nice Agreement of 1957 on International Classification for the purpose of the
Registration of Trade Marks, as subsequently amended and advertisements thereof;

e the registration number in the home country, if registration in Iceland is dependent upon this
registration.

Relevant
Supporting | Registration should be accompanied by the prescribed fee.
Documents
Icelandic Patent Office

Administra- | Skulagata 63

tion IS-150 Reykjavik
Responsible | Tel.: + 354 580.94.00

for Fax: + 354 580.94.01

Registration

E-mail: postur@cls.stjr.is
Website: http://www.patent.is

Costs

Costs of
registration

Filing and registration: Crowns 15.000 (~€ 156).
Renewal: Crowns 15.000 (~€ 156).
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Costs of
litigation Approximately Crowns 88.500 (~€ 923).

Timeframe

Registration | Between 6 — 9 months.

The protection shall apply for ten years from the date of registration, and shall be renewed for

Protection - .
successive periods of ten years.

Additional information

None.
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Continent: Eurasia
Country: India

Country: India

International Legal Framework

India is a member of the World Intellectual Property Organization from 1 May 1975 and a signhatory of the Paris Convention
for the Protection of Industrial Property from 7 December 1998.*

India is a WTO Member from 1 January 1995.%

There are no bilateral agreements between the EC and India specific to Gls.

National Legal Framework

Type of Sui generis protection (it would appear that ex officio protection is available, where the state and public
Protection | authorities are responsible for the policing and ensuring Gl protection (Articles 50 and 51 of the Law)).
Relevant e The Geographical Indications of Goods (Registration and Protection) Act, 1999 (No. 48 of
Reaqulato 1999), entered into force on 15 September 2003 (hereafter, referred as “the Law”);
F 9 Y e The Geographical Indications of Goods (Registration and Protection) Rules of 2002 (hereafter
ramework w ,,
referred as “the Rules 2002").
The scope of application of the Law is more extensive than the scope of the EC system (concerns
Scope of goods: agricultural, industrial and handicraft (Article 1(3)(f)) and the 4™ Schedule of the Rules 2002 (which
protection | provides the classification of goods), but not services). The 4™ Schedule of the Rules also includes
alcoholic beverages but, unlike in the EC, excludes beers.
Official publication of the Law: "The Gazette of India", No. 61, 30 December 1999.
Source Official publication of the Rules: "The Gazette of India", Extraordinary, 8 March 2002.

English versions of the Act and Rules are available at http://www.patentoffice.nic.in/ipr/gi/geo_ind.htm

Summary of
the
Operational
Provisions

Definition of geographical indications is similar to one provided by the EC Regulation, but includes
manufactured goods (Article 1(3)(e) of the Law). Names and signs that meet such definition may be
registered.

The Registrar of Geographical Indication (the authority responsible for registration of Gls) examines the
application first formally, and then substantially.

Registration is not compulsory to afford protection. However, reqistration provides better protection,
facilitates an action for infringement and gives the authorized user the exclusive rights to the use (Article 20
of the Law). The Registrar of Geographical Indications is responsible for the registration of geographical
indications.

Any association of persons or producers or any organisation or authority established can apply for
a registration (Article 11 of the Act).

** Source of information: http://www.wipo.int.
> Source of information: http://www.wto.org.
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Continent: Eurasia
Country: India

There is also an opposition procedure available within three months from the date of advertisement of
an application for registration (Article 14 of the Act).

The decision of the Registrar may be appealed to the Appellate Board within three months from the date on
which it has been communicated to the appellant (Article 31 of the Law).

It would appear, under the Law, that the level of protection is similar to that provided in the EC:
Unauthorised use of registered geographical indications is prohibited. This also concerns cases where the
true origin is indicated or the geographical indication is used in translation or in combination with
expressions such as “sort of”, “kind of”, “imitation” and “the like”. The use of similar appellation of origin on
any goods which may confuse consumers with respect to origin and specific properties of goods is also
prohibited.

Specific
Provisions
(issue of
Generics,
Reciprocity)

Generic names will not be registered (Article 9 of the Law). Definition of generic names is provided in
Article 9 of the Law, and certain criteria on how to establish the generic nature of the name are indicated.

The possibility of registering is subject to the reciprocity (Article 85 of the Act). However, the EC Gls
can be registered in India, as the EC complies with the requirements stated in the Law (the same IP
rights with respect to the registration and protection of geographical indications as accorded to the own
nationals of the country in question).

Geographical indications for all goods are protected in translation (Article 22.3 of the Law).

Formal Requirements for an Application

Like in the EU, there is a standard application form.

The Rules 2002 contain several standard application forms, which must be used for the application
(these documents can be downloaded from http://www.patentoffice.nic.in/ipr).

The application must contain:
e a statement as to how the GI serves to designate the goods as originating from the concerned
geographical area, as the case may be, in respect of specific quality, reputation or other

Application characteristics of which are due exclusively or essentially to the geographical environment and the
Forms production or processing of which takes place in such geographical area;
e the geographical map of the territory in which the goods originate or are being manufactured,;
e the class of goods to which the geographical indication shall apply;
e the particulars regarding the appearance of the geographical indication as to whether it is
comprised of the words or figurative elements or both;
e a statement containing such particulars of the producers of the concerned goods, if any, proposed
to be initially registered with the registration of the geographical indication as may be prescribed.
The EC specification can potentially be re-used for these purposes.
Relevapt The guidelines for applicants are provided by the Indian Patent Office. The document is available on the
Supporting following link: http://www.patentoffice.nic.in/ipr/gi/gi_guidelines.htm.
Documents
Administra-
tion The Registrar of Geographical Indication

Responsible

Guna complex, N0.443/304 Anna Salai,
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for Teynampet,
Registration | Chennai - 6000 018
India

Tel: 044-4314293/94/95/96/97/98
Website: http://www.patentoffice.nic.in/ipr/gi/gi_guidelines.htm

Costs

Application for the registration for goods included in one class: RUP 5.000 (€ 84);

Notice of opposition to the registration: RUP 1.000 (€ 17);

Application for extension of time for filing notice of opposition: RUP 300 (€ 5);

Application for the registration of an authorized user of a registered Gl: RUP 500 (€ 9);
Request for issuance of a registration certificate as an authorized user: RUP 100 (€ 1);
Renewal of the registration of a Gl at the expiration of the last registration: RUP 3.000 (€ 53).

Costs of
registration

Costs of
litigation Approximately RUP 20374 (€ 360).

Timeframe

There is a period of 3 months to submit an opposition to registration and 2 more months for the applicant to
Registration | reply (Article 14 of the Law). There is a maximum period of 12 months to complete the registration
(Article 15.3 of the Law).

The registration of a Gl is valid for a period of 10 years, renewable for further periods of 10 years

ADEETT (Article 18.1 of the Law).

Additional information

The Registrar of Geographical Indications in India has granted Gl certificates to Bidri ware from Bidar, Channapatna toys
and dolls, Nanjangud banana, Coorg orange, Mysore betel leaf, Mysore rosewood inlay, Mysore Silk, Mysore traditional
paintings, Mysore agarbathi, Basmati rice, Darjeeling tea, Nagpur orange and Kolhapuri Chappal. The first traditional Indian
craft to receive Gl Certificate under the Geographical Indications of Goods (Registration and Protection) Act 1999 was
Pochampally Ikat tie-and-dye sari.
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Continent: Eurasia
Country: Indonesia

Country: Indonesia

International Legal Framework

Indonesia is a member of the World Intellectual Property Organization from 18 December 1979 and a signatory of the Paris
Convention for the Protection of Industrial property from 24 December 1950*°

Indonesia is a member of the WTO since 1 January 1995. ¥’

There are no bilateral agreements between the EC and Indonesia specific to Gls.

National Legal Framework

An institution that is given the authority to do so; and

Type of Sui generis protection. No ex officio protection is available; protection is only provided at the request of
Protection | any interested party.

Relevant e Law No. 15 of 2001 on Marks (State Gazette of Rl of 2001 No. 110) of 1 August 2001.
Regulatory e A draft Decree on the protection of Gls is in a process of being adopted (hereinafter referred as
Framework “the draft Decree”).

Scope_of Applicable to all goods (agricultural, industrial and handicraft) but not to services.
protection

Source The legal texts are available at
http://www.ecap-project.org/fileadmin/ecapli/pdf/en/information/indonesia/law_15 2001.pdf.
Geographical indications are defined in a manner similar to EU law.

It appears that EU Gls could be eligible for registration in Indonesia.
The application has to be submitted to the Directorate General of Intellectual Property Rights (the
authority responsible for the registration of GIs).
This can be done by many stakeholders, such as an institution that represents the company in the area
which produces the goods concerned, which consists of:
Summary of e Parties who undertake business on goods of natural products or natural resources;
the e Producers of agricultural products;
Operational e People who make handicraft or industrial products; or
Provisions ¢ Merchants who sell the goods concerned;
[ ]
[ ]

A group of consumers can also apply for Gl protection.

According to the draft Decree, the registration procedure would be as follows:

e Formal examination of the application by the Directorate General within 3 months from the filing
date (additional information can be requested and has to be provided within 3 months). If
information is not satisfactory or additional information is not provided, the application is deemed to
be withdrawn. Fees will not be reimbursed in that case.

e Substantive examination by the Geographical Indication Commission within a period of maximum
of 1 year subject to the payment of the prescribed fees.

e In case of negative decision of the GI Commission, refusal. The refusal is notified through the
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Continent: Eurasia
Country: Indonesia

applicant’'s agency or diplomatic representation in Indonesia. Within 2 months, the applicant or his
agent may submit an objection to the GI Commission. In the absence of objection, the decision to
refuse registration is final.

e Publication in the Official Gazette of Geographical Indications of the sign protected as a
Geographical Indication.

Like in the EC, the draft Decree provides for an opposition procedure. However, the decisions of
Directorate General of Intellectual Property Rights can be appealed within a period of 3 months.

Level of protection:

Article 23 of the draft Decree provides the same level of Gl protection as in the EC, including the protection
against the use of a Gl with expressions such as “style”, “type”, “method”, “manner”, “imitation”, or
translations of these expressions.

The right holder of a Gl may file a lawsuit against an unlawful user of the Geographical Indication, in the
form of claim for damages and an order for stopping the usage as well as disposal of labels of the Gl
concerned. To prevent any further loss of the party whose right has been infringed, a judge may order the
infringer to cease any activities of producing, and may order to destroy labels of the Gl which have been
unlawfully used (Article 57 of the Law on marks).

Specific
Provisions
(issue of
Generics,
Reciprocity)

Prior use for a Gl sign, which has been used prior to the date of Application for registration of a Gl in good
faith by another party who has no right to register, that party may continue to use the sign concerned for a
period of 2 years as from the date of its registration.

It would appear that there is no provision on genericity.

Formal Requirements for an Application

Application
Forms

Unlike in the EC, there is no standard application form available.

According to the draft Decree on the protection of Gls, the application of a foreign GI must contain:

e The name of the responsible authority in relation to the good covered by the Gl and the address of
the responsible authority’s principal office or place of business or representation in the Republic of
Indonesia.

e The proof of the existence of a system of control, protection and eventually of objection, in the
country of origin.

e A book or requirement which is very similar to the EC specification. The EC specification could be
potentially used for the application. This book must include:

a) Name of Gl Product;

b) The description of the specific characteristic, reputation and quality;

c) The description of the geographical environment and the inherent

d) Natural and human factor which have an effect to product;

e) The description of the boundaries and/or map;

f)  The description of history and tradition in relation to the using Gl including the
recognition of Gl;

g) The description of the method used to process the goods;

h) The description to ensure the traceability of a goods;

i) The specific labelling details to be used relating to the GI.

It would appear that the application can be filed through the diplomatic representation of the foreign
Geographical Indication country in Indonesia.

The application must be made in the Indonesian language.
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Relevant
Supporting | A power of attorney and a letter of recommendation of the local government.
Documents
Director General of the Directorate General of Intellectual Property
Jalan Daan Mogot KM 24
Administra- | Tangerang 15119
tion Banten
Responsible | Indonesia
for Tel: (021) 5524992

Registration

Fax: (021) 5525366
E-mail: dirgen@dqip.go.id
Website: www.dgip.go.id/home.en

Costs

Costs of
registration

Yet to be established.

Application must be made in the Indonesian language, so costs of translation must be added.

Costs of
litigation

Would depend on the complexity of the case, however, now there is little information on IP litigation in
Indonesia.

Timeframe

Registration

As indicated in the draft Degree, approximately 18 months.

Protection

Protection is provided as long as the conditions for such protection exist.

Additional information

There are a number of potential Gls in Indonesia, among them Muntok peper, Lampung peper, Sumatra Mandheling,
Toraja Kalossi, Mocha Java, sweet potato from Cilembu, batik from Jawa, clay handicrafts from Kasongan, salak fruit from
Yogya, Bali and Padang Sidempuan Sumatra, fragrance rice: Menthik wangi, Cianjur, Rajalele, Bareh Solok, Siam Unus
from Kalimantan which each having distinctive characteristics due to its origin.
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Continent: Eurasia
Country: Iran

Country: Iran (Islamic Republic of)

International Legal Framework

Iran is a member of the World Intellectual Property Organization from 14 March 2002, a signatory to the Paris Convention
for the Protection of Industrial Property from 25 December 2003, the Madrid Agreement on Indications of Source from 18
June 2004 and the Madrid Agreement concerning the International Registration of Marks from 25 December 2003.*®

Iran is a party to the Lisbon Agreement on Appellations of Origin from 9 March 2006. According to that Agreement
appellations of origin registered in the International Register established by the Agreement are protected in all countries
parties to that Agreement (among them France with 564 registrations and Italy with 26 registrations).

Iran is not a WTO Member.*

There are no bilateral agreements between the EC and Iran specific to Gls.

National Legal Framework

Type of At the present moment only Trademark regime. It appears that no ex officio protection is available under
Protection | the trademark regime, protection is provided only at the request of an interested party.
Patent and Trademark Registration Law, July 1931 (hereinafter referred as “the Trademark Law”).
A legal committee has been established to revise and adopt new laws and regulations for
Trademarks and Geographical Indications in _order to establish a system of protection and
registration of appellations of origin (as in order to be protected under the Lisbon Agreement an
Relevant - o —r — — - -
Regulatory appellation of origin must be protected in its country of origin (Article 3 of the Lisbon Agreement).
ECTEELS An International registration of European Gls through the Lisbon Agreement is possible under the
following conditions:
1. The Gl must come from an EU Member State signatory of the Lisbon Agreement;
2. This International registration will only have effect in the countries signatories of the Lisbon
Agreement.
Scope.of Presently, the scope of protection under the Trademark Law concerns all goods and services.
protection
Source The text of the national law on trademarks is not available electronically, information from the official WIPO
web site.
Sum::l]:ry 2 Protection for trademarks and trade names. In order to register a trademark, substantive and formal
. examinations of the application will be required. Registration of a mark will confer on the owner the
Operational Lo : . )
Provisi exclusive right of use a trademark for a period of 10 years, renewal is possible.
rovisions
Specific
Provisions
(issue of None.
Generics,
Reciprocity)

8 Source of information: http://www.wipo.int .
9 Source of information: http://www.wto.org.
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Formal Requirements for an Application

In order to file a trademark application in Iran, the required documents are:
o Certified and legalized (by the Iranian consulate) power of attorney;

e Name & Address of the applicant;
Application e Description of goods and related classes;
Forms e Certified copy of priority document (If to be claimed in Iran);
o Certified copy of certificate of trademark registration from abroad (if to be claimed in Iran);
e Description of colors (if color trademark is to be filed in Iran);
e Front, top and side picture of a 3D mark with label (if 3D trademark is to be filed in Iran).
Relevant
Supporting | Proof of the payment of a fee for registration.
Documents
Industrial Property Office of Registration Organization of Deeds and Properties
Administra- | 37 Shariati Street, Shargh-i-Bagh-i Rousiyeh
tion Elahi Avenue
Responsible | Tehran 19148
for Tel. (9821) 200 14 90

Registration

91 26 58 37
Telefax (9821) 26 35 31

Costs

Costs of
registration

e Comprehensive study for first trade mark/class is 557,568 Iran Reals ($ 64, or € 50), for any
additional class is 557,568 Iran Reals ($ 64, or € 50);

e Registration of the first trade mark/class is 5633,760 Iran Reals ($ 679, or € 537), for any additional
class is 406,560 Iran Reals ($ 47, or € 37);

e Certificate of Registration for the first trade mark/class is 871,200 Iran Reals ($ 100, or € 79), for
any additional class is 871,200 Iran Reals ($ 100, or € 79).

Costs of
litigation

Depends on the complexity of the case. It can be litigated by a firm of industrial property agents authorized
to practice in Iran (between € 900 — 1500).

Timeframe

Registration

5 months (approximately, no indication in the Law).

Protection

10 years from date of application and renewable for further periods of 10 years (Article 14 of the Trademark
Law).

Additional information

None.
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Continent: Eurasia
Country: Iraq

Country: Iraq

International Legal Framework

Irag is a member of the World Intellectual Property Organization from 21 January 1976, a signatory to the Paris Convention
for the Protection of Industrial Property from 24 January 1976.>°

Iraq is not a WTO Member.>*

There are no bilateral agreements between the EC and Iraq specific to Gls.

National Legal Framework

Trademark regime: no ex officio protection is available under the trademark regime, protection is provided
only at the request of an interested party.

Type of
Protection . o . s .
Although the Trademark and Geographical Indications Law provides a definition of geoqgraphical
indications, they are protected as certification or collective trademarks.
Relevant . ...
Regulatory e Trademark and Geographical Indlcgtlons Law No. 21 of 1957, as amended by Laws No. 7 of
F 1962 and No. 214 of 1968 and 26 April 2004.
ramework
Scope of The scope of application of the Law is more extensive than the scope of the EC system (concerns
protection | goods: agricultural and handicraft, but not services).
Source The text is provided by Abu-Ghazaleh Intellectual Property at http://www.agip.com.

Summary of

Definition of geographical indications is similar to the one provided by the EC Regulation (Article 1
of the Law). Names and signs that meet such definition may be registered as collective or certification
trademarks. In order to register a certification or a collective trademark, substantive and formal
examinations of the application will be required. The Trademark Office (the authority responsible for the
registration of trademarks) examines the application first formally, and then substantially.

the In order to be enforceable against third parties, the trademark must be published in the Official Gazette.
Operational | As in the EU, there is an opposition procedure within 90 days from the date of the publication. If
Provisions | there is no opposition or opposition is not acceptable, the name enters into the records of the Trademark
Office. A trademark becomes the transferable property of the person who registered it, whose
proprietorship may not be challenged after five consecutive years of use (Article 3 of the Law).
A trademark entered unlawfully or in bad faith may also be subject to court cancellation. Infringement or
unauthorized use of a registered trademark is punishable by law.
Specific
Provisions
(issue of None.
Generics,

Reciprocity)

Formal Requirements for an Application

O'CONNOR AND COMPANY 61

EUROPEAN LAWYERS

*0 Source of information: http://www.wipo.int.
*1 Source of information: http://www.wto.org.

Insight Consulting



http://www.agip.com/
http://www.wipo.int/
http://www.wto.org/
http://www.wto.org/

Continent: Eurasia
Country: Iraq

Application
Forms

At least:
e Full name, street address and description of the applicant (including trading style, if any, and
state/country of incorporation, if incorporated);
e List of goods and/or services;
e |If priority is claimed: a certified copy of home application/registration together with legalised
translation thereof.
The specific requirements for the registration of certification trademarks that certify a geographic origin or a
product still needs to be prescribed in regulation made under the Law.

s':elegft'i: Proof of the payment of a fee for registration (the payment need to be done to the Ministry of Industry and
PP g Minerals).
Documents
According to the Council of Ministers, a decision was issued as of 30 May 2005, in which the TMO came
under the custody of the Ministry of Industries, while earlier it was a separate organization (Information
obtained at http://www.iragiindustry.com/contactus.aspx).
Adn:ilg:‘stra- Ministry of Industry and Minerals
Responsible Planning Depa_rtment
for | O Box 13032
. . .0. Box
Registration Al Jadria
Baghdad

Tel. (964 1) 776 5180
E-mail: plan@iragiindustry.com

Costs

Costs of
registration

e Filing a trademark application in one subclass up to Registration is $ 450 (€ 375);

e Filing a trademark application in each additional subclass up to 3 subclasses after the first up to
Registration is $ 45 (€ 37);

e Issuing a Certificate of registration Per TM in one subclass is $ 225 (€ 178);

e Issuance of the registration Certificate for each additional subclass up to 3 subclasses after the 1
is $ 45 (€ 37);

e Opposition action before the Registrar is $ 250 (€ 198);

e Local legalization of the power of attorney is $ 120 (€ 95);

Translation of the list of goods from English to Arabic (over the first 100 words) per page is $ 20 (€ 16).

Costs of
litigation

Between € 750 — 1200 (depending on the complexity of the case).

Timeframe

Registration

7 months (approximately, not by Law).

Protection

15 years beginning on the date of application, with the option of renewal.

Additional information

None.
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Continent: Eurasia
Country: Israel

Country: Israel

International Legal Framework

Israel is a member of the World Intellectual Property Organization from 26 April 1970, a signatory to the Paris Convention
for the Protection of Industrial Property from 24 March 1950 and signatory of the Lisbon Agreement for the Protection of
Appellations of Origin and their International Registration from 25 September 1966. According to that Agreement
appellations of origin registered in the International Register established by the Agreement are protected in all countries
parties to that Agreement (among them France with 564 registrations and Italy with 26 registrations).

Israel has also signed the Madrid Agreement for the Repression of False or Deceptive Indications of Source on Goods on
24 March 1950. **

Israel is a WTO Member from 21 April 1995.%

There are no bilateral agreements between the EC and Israel specific to Gls.

National Legal Framework

Sui generis protection. It appears that no ex officio protection is available; protection is provided only at
the request of a third party.

Type of An International registration of European Gls through the Lisbon Agreement is possible under the
Protection | following conditions:
1. The Gl must come from an EU Member State signatory of the Lisbon Agreement;
2. This International registration will only have effect in the countries signatories of the Lisbon
Agreement.
e Appellations of Origin (Protection) Law, No. 5725, of 7 July 1965, as last amended in January
Relevant hereinaf ferred as “th o~
Regulatory 2000 ( ereina ter referred as the Law”); ' . ' . S '
. e Appellations of Origin (Procedure of Registration of Appellations of Origin Originating in a Foreign
Country) Regulations, No. 5727, of 6 February 1967.
The scope of application of the Law is more extensive than the scope of the EC system (concerns
Scope of — . . > -
. goods: agricultural, industrial or handicraft product, but not services).
protection
Official Publication of the Law: "Sefer Ha-Chukkim", 16 July 1965 - 5725, No. 459, p. 186
Source Texts are available at: http://www.wipo.int.

Summary of
the
Operational
Provisions

Definitions of appellations of origin (AOs) and geographical indications (Gls) are similar to those
provided by the EC Regulation (Article 1 of the Law).

In order to be protected appellations of origin have to be registered (Article 3 of the Law).

The Patent Office at the Ministry of Justice (the authority responsible for the registration) keeps a
Register of Appellations of Origin (Article 2 of the Law). The Register shall be established and kept under
the supervision of the Registrar who is responsible for the registration of Gls, and examines the application
first formally, and then substantially (Article 5 of the Law).

2 Source of information: http://www.wipo.int.
%3 Source of information: http://www.wto.org.
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Continent: Eurasia
Country: Israel

As in_the EU, there is an opposition procedure available within three months from the date of
advertisement of the acceptance of the application (Article 9 of the Law). There is a cancellation (or
“Striking-Out”, as indicated in the Law) procedure available for any interested person or on the
initiative of the Reqistrar when the appellation has become a mere indication of type or provenance or if the
conditions which served for the reqistration have ceased to exist (Article 14 of the Law). Further objections
against the decisions of the Registrar may be submitted to an objection committee of three members
appointed by the Minister of Justice.

The level of protection is similar to that provided in the EC: No registered designations of origin or
geographical indications may be used in the cases when the genuine origin is indicated or used in
translation or in combination with expressions such as “sort of”, “kind of”, “

. “imitation” and “the like”. The use
of false or misleading information as to the origin, nature or essential qualities of the product is also
prohibited (Article 21A of the Law). Special protection is provided for wines and spirits in Articles 21B and
21C of the Law.

The holder of the rights in a geographical sign whose rights have been infringed may apply to the Court.

The applications can be in two languages: Hebrew and English.

Specific
Provisions
(issue of
Generics,
Reciprocity)

Unlike in the EC, there is no provision regarding generic names. A cancellation procedure against
appellations which has become mere indications of type or provenance is established under Article 14 of
the Law.

Geographical indications and designations of origin, used in translation, are protected (Article 22 of the
Law).

The Law allows EC Gls to be registered in Israel subject to reciprocity provisions (Article 17 of the
Law requires notification by the International Bureau that the foreign appellation has been registered in the
International Register). Should it be the case, provisions of the Law apply mutatis mutandi to foreign
appellations. The registration of foreign appellations of origin is also possible after the announcement of the
Minister of Justice, by notice in Reshumot, the existence of an agreement between Israel and a particular
state concerning the protection of appellations of origin (Article 33 of the Law).

Formal Requirements for an Application

Unlike in the EU, there is no standard application form.

However, the Law indicates that an application must contain (Article 4 of the Law):

Application e the product;
Forms e the special particulars showing that the designation of the product is an appellation of origin and
not merely an indication of provenance or type;
e the person entitled in respect of the appellation.
The EC specification can potentially be re-used for these purposes.
Relevant . L . . . .
Supporting Durmg thg examination process, the Registrar may de_:manq any material or information relevant to the
examination and deemed by him to be necessary for it (Article 6 of the Law).
Documents
Administra- Patents, Designs and Trademarks Office
. 4, Hasadna Street
tion ;
Responsible Talpiot
for Jerusalem 93420

Registration

Tel.: (972.2) 565.16. 43/44
Fax: (972.2) 565.17.00
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Continent: Eurasia
Country: Israel

(Trademarks Department)
Tel.: (972.2) 565.17.07

Fax: (972.2) 565.16.16

(PCT Department)

E-mail: akselard@justice.gov.il
E-mail: meirno@justice.gov.il
Website: www.justice.gov.il

Costs

Filing fee for an application is ILS 921 (€ 163);

Publication fee (due at the time of filing the application) is ILS 160 (€ 28);

Filing a request for urgent examination is ILS 617 (€ 110);

Filing a request for an extension of time, for each month of extension or part thereof is ILS 55 (€
10);

Filing a request to amend a specification is ISL 617 (€ 110);

e Publication of acceptance is ILS 480 (€ 85).

Costs of
registration

These fees do not apply for the reqistration of foreign appellations of origin under the Lisbon Agreement.

Costs of
litigation Approximately ILS 5.650 (~€ 1000).

Timeframe

Registration From 10 to 18 months (approximately, no information in the law).

Unlike in the EU, protection of geographical signs is valid for 10 years from the filing of the application.
However, its validity may be extended for additional periods of ten years (Article 13 of the Law).

AEEEIET For foreign appellations, the protection shall be the same of its registration as in the country of origin

(Article 20 of the Law).

Additional information

None.
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Continent: Eurasia
Country: Japan

Country: Japan

International Legal Framework

Japan is a member of the World Intellectual Property Organization from 20 April 1975, a signatory to the Paris Convention
for the Protection of Industrial Property from 15 July 1899 and the Madrid Protocol Concerning the International Registration
of Marks from 14 March 2000. >

Japan has signed the Madrid Agreement for the Repression of False or Deceptive Indications of Source on Goods on 8 July
1953, becoming party to the Additional Act of Stockholm on 24 April 1975.

Japan is a WTO Member from 1 January 1995. >°

There are no bilateral agreements between the EC and Japan specific to Gls.

National Legal Framework

Dualism: Trademark regime and Sui Generis protection of Gls available only for liquors.

Type of ISui generis protection of Gls: It appears that ex officio protection is available.
Protection
Trademark regime:| No ex officio protection is available under the trademark regime, protection is provided
only at the request of an interested party (e.g., producers).
ISui_generis protection of Gls: Law concerning Liquor Business Associations and Measures for
Relevant Securing Revenue from Liquor Tax, of 28 December 1994 (hereafter referred as “the Gls Law”).
Regulatory
Framework | Trademark regime:| The Trademark Law, of 13 April 1959, entry into force 1 January 1971 (hereafter,
referred as “the TM Law"), as amended in April 2006.
ISui generis protection of Gls:| The scope of protection of the Gls Law in Japan is more limited and
Scope of concerns only liquors.
protection
Trademark regime:| The scope of protection of the TM Law concerns all goods and services.
Source The English versions of the laws are available at http://www.wipo.int

Summary of
the
Operational
Provisions

ISui generis protection of Gls:|

The Law defines Gls as indications which identify a liquor as originating in the territory of a Member
of the World Trade Organization, or a region or locality in that territory, where a given quality,
reputation or other characteristic of the liquor is essentially attributable to its geographical origin
(Article 1 of the Law).
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Continent: Eurasia
Country: Japan

The level of protection is similar to that provided in the EC. A geographical indication that indicates the
place of origin designated by the commissioner of the National Tax Administration among places of origin
of wines or spirits made in Japan, or a geographical indication that indicates the place of origin of wines or
spirits made in a Member of the World Trade Organization and use of which, with respect to wines or spirits
originating in a region other than the place of origin, is prohibited in that Member, shall not be used with
respect to wines and spirits originating in a region other than the place of origin.

Gls for liguors, used in translation are also protected (Article 2 of the Law). This law does not provide
for the registration procedure. The list of specific names of liquors is drawn by the Japanese Patent Office.

Trademark regime;]

The Japanese Trademark Law was amended on April 1 2006, and regionally based collective marks were
introduced. In definition, “collective” trademark are trademarks owned by an organization (such as an
association), whose members use them to identify themselves with a level of quality or accuracy,
geographical origin, or other characteristics set by the organization.56 Therefore, “regional” collective
trademark is a collective trademark consisting of a regional name and a name of goods or service.

Therefore, the EC geographical indications can be registered in Japan as “regional” trademarks. Chapter I
of the TM Law refers to the registrability of the trademarks which might consist of a mark indicating in a
common way, the origin, quality, (...), or the method or time of manufacturing or using them (Section
3.1.iii).

To register a trademark, an applicant must fill out the forms prescribed and submit them to the

Japan Patent Office. Unregistered trademarks can also be protected.

There is an opposition procedure available within two months of the publication of the application in
the Patent Office Gazette (Article 43.bis of the Law). Further appeals may be brought against the
Intellectual Property High Court.

Specific
Provisions
(issue of
Generics,
Reciprocity)

None.

Formal Requirements for an Application

Trademark regime|

The standard application form is available at http://www.jpo.go.ip.

Application | Section 5 of the Trademark Act establishes that the request for the registration shall state the following:
Forms e the name and the domicile or residence of the applicant for a trademark registration;
e the trademark for which registration is sought;
e the designated goods or designated services and the class of goods or services.
Applications may be submitted in English.
Relevant None.
Supporting
Documents

* A more detailed definition of “collective marks” is offered at the following site:

http://www.wipo.int/sme/en/ip_business/marks/collective _marks.htm.
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Continent: Eurasia
Country: Japan

Japan Patent Office
Administra- | 3-4-3, Kasumigaseki, Chiyoda-ku,

tion Tokyo 100-8915
Responsible | Tel.: + 81.3 35.81.18.98
for Fax: + 81.3 35.81.07.62

Registration | E-mail: PA0842@ijpo.go.jp
Website: www.jp0.go.jp

Costs

Trademark regime|

Costs of Fees are available in the Law.
registration | Application: Yen 6.000 + Yen 15.000 (~€ 147) per class.
Registration fee: Yen 66.000 (~€ 464) per class.
Renewal fee: Yen 151.000 (~€ 1063) per class.

Costs of
litigation Trademark regime:|

Between 262.869 Yen (~€ 1851) and 283.326 Yen (~€ 1996)

Timeframe

Trademark regime|

Registration
Between one and three months.

Trademark regime|

Protection | Under Section 19 of the Law, the term of a trademark right is granted for ten years from the date of
registration of its establishment. The term of a trademark right may be renewed by a request for registration
of renewal.

Additional information

Examples of marks indicating the origin of Japanese white liquors are Iki from Iki-gun and Nagasaki, Kuma from Hitoyoshi-
shi, Kuma-gun, Kumamoto and Ryukyu from Okinawa.
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Continent: Eurasia
Country: Jordan

Country: Jordan

International Legal Framework

Jordan is a member of the World Intellectual Property Organization from 12 July 1972, and a signatory to the Paris
Convention for the Protection of Industrial Prog)erty from 17 July 1972.%"

Jordan is a WTO Member from 11 April 2000.

3

There are no bilateral agreements between the EC and Jordan specific to Gls.

National Legal Framework

Type of Sui generis protection. No ex officio protection is available; protection is provided only at the request of a
Protection | third party.
¢ Law on Geographical Indications No. 8 of 2000, entered into force the 2 May 2000 (hereinafter,
Relevant referred as “the Law”);
Regulatory e As the Law does not provide registration of geographical indications, there is a possibility to registrar
Framework foreign Gls as trademarks under Trademarks Law N 34 of 1999, Official Gazette No. 4389 dated
1.11.1999.
Scope of It appears that the scope of application of the Law is similar than the scope of the EC system
protection | (concerns goods).
Official Publication of the Law: "Official Gazette" 02/04/2000, No. 4423
Source

Texts are available at: http://www.wipo.int.

Summary of
the
Operational
Provisions

Definitions of geographical indications are similar to those provided by the EC Regulation (Article 2
of the Law).

In Jordan, there is no geographical indications register. This issue has been left to discretion of the
mark reqgistrar and the subject judge. That means that geographical indication are protected without
registration in accordance with the decision of the court, at the same time some foreign Gls (including
European) can be registered and protected as trademarks.

In order to protect a Gl in Jordan no registration is necessary.

In_case of registration geographical indications as trademarks, the Industrial Property Protection
Directorate (the authority responsible for registration of trademarks) examines the application first formally,
and then substantially.

Like in the EU, there is an opposition procedure available within 3 months from publication of
registration of trademarks with geographical names. The decision of the registrar is liable for
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Continent: Eurasia
Country: Jordan

cassation by appeal before the Supreme Court of Justice within sixty days as of the date of notification
(Article 5 of the Law).

It would appear that, under the Law, the level of protection is similar to that provided in the EC: No
reqgistered designations of origin or geographical indications may be used in the cases when the genuine
origin is indicated or in translation or combination with expressions such as “kind of”, “imitation” and “the
like”. The use of false or misleading information as to the origin, nature or essential qualities of the product
is also prohibited (Article 3 of the Law).

Specific
Provisions
(issue of
Generics,
Reciprocity)

Geographical indications _and designations of origin for wines and spirits, used in translation, are
protected (Article 3 of the Law).

It appears that foreign geographical indications can be protected in Jordan under the Law.

Formal Requirements for an Application

The Law does not provide geographical indications register.

Therefore, no information with respect to application form is provided in the Law, however, the following

Application | must be indicated in case of a registration of Gls as trademarks:
Forms e the name requested,
e the kind of goods for which the registration is sought;
¢ indication of the place where such goods are manufactured (borders of the geographic place) (the
EC specification could potentially be used for these purposes).
Relevant . . . . . .
Supporting For registration of Gls as trademarks: A power of attorney notarized and legalized up to the Jordanian
Consulate.
Documents
Industrial Property Office
Industrial Property Protection Directorate (IPPD)
Administra- | Ministry of Industry and Trade
tion P.O. Box 2019
Responsible | Amman 11181
for Tel. : +96.26 562.90.30

Registration

Fax : +96.26 568.23.31
E-mail : Khaled. A@mit.gov.jo
Website: http://www.mit.gov.jo

Costs

Costs of
registration

In order to be protected in Jordan no reqgistration is hecessary.

Therefore, there are no official fees indicated in the Law, however the registration of a trademark with the
assistance of legal advisers in Jordan cost Dinar 250 (~€ 276).

Costs of
litigation

Approximately Dinar 380 (~€ 422).
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Continent: Eurasia
Country: Jordan

Timeframe

Registration

In order to be protected in Jordan no registration is necessary.
However, trademark registration takes approximately 6 — 8 months.

Protection

Not indicated in the Law, as there is no geographical indications register.

Additional information

None.
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Continent: Eurasia
Country: Kazakhstan

Country: Kazakhstan

International Legal Framework

Kazakhstan is a member of the World Intellectual Property Organization (WIPQO), a signatory to the Paris Convention on the
Protection of Industrial Property and to the Madrid Agreement on the International Registration of Trademarks from 25
December 1991.%

Kazakhstan is not a WTO Member. It has a status of observer from October 1997.%°

There are no bilateral agreements between the EC and Kazakhstan specific to Gls.

National Legal Framework

Type of Sui generis protection of AOs. No ex officio protection appears to be available, as protection is provided
Protection | only at the request of an interested party, (e.g., producers).

Relevant e Law Ne 456 on Trademarks, Service Marks and Appellations of Origin of Goods of 26 July
Regulatory 1999, Title VII (hereinafter referred to as “the Law”), as amended by the Law of the Republic of
Framework Kazakhstan No.586-11 of 9 July 2004.

Scope of The scope of application of the Law is more extensive than the scope of the EC system (concerns
protection goods: natural, agricultural, mining and industrial products and handicrafts, but not services).

The English version of the Law is available on:
Source http://www.intellectual.kz/trade.html and on:
http://www.kazpatent.org/english/acts/trademarks.html#top.

Definition of an appellation of origin (AO) is similar to one provided by the EC Regulation and the
TRIPs Agreement (Articles 25 and 26 of the Law). Names and signs that meet such definition may be
registered by one or more legal or natural persons.

AOs, which are misleading to the public with regard to the place of origin of the goods may not be
registered.

Applications for registration of an AO must be filed with the Committee for Intellectual Property Rights
Summary of | (hereinafter referred to as “the Committee”, the authority for the registration of appellations of origin).

the The Committee carries out both a formal and a substantial examination on the grounds of Articles 26, 27
Operational | and 29 of the Law. After such examination, applicants are notified with the Committee’s decision.
Provisions
As in the EU, there is an opposition procedure available to interested parties wishing to object to the
registration of an AO lacking the aforementioned requirements.

In case of negative decisions refusing the registration of an AO and/or the granting of the right to use a
registered AO, applicants may lodge an appeal with the Board of Appeals no later than three months after
the receipt of such decision. The Board of Appeals decides on the appeal within four months from the
date of its filing.

Under Article 37 of the Law, a AO may not be used without registration where it is identical with or

%9 Source of information: http://www.wipo.int .
0 Source of information: http://www.wto.org .
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Continent: Eurasia
Country: Kazakhstan

confusingly similar to the appellation of origin that has been registered for similar goods.

The level of protection appears to be different from what is provided in the EC.

Specific
Provisions
(issue of
Generics,
Reciprocity)

Protection in translation is only granted to AOs used for mineral waters, wines or hard liguors. In
particular, Article 37 of the Law states that AOs identifying such goods cannot be used even when the true
origin is indicated or the AO is used in translation or in combination with expressions such as “kind”, “style”
or something similar.

Article 40 of the Law lists the cases when an AO might loose protection. For instance, the registration of
an AO may loose its effect in the event of the end of the legal protection for the appellation of origin
in the country of origin.

Foreign applicants may exercise all their rights under the Law only through a patent attorney
registered with the Committee.

Foreign natural and legal persons enjoy the same rights and obligations as natural and legal persons of the
Republic of Kazakhstan (Article 48 of the Law). Therefore, it appears that the EC geographical
indications, can be registered in Kazakhstan.

Formal Requirements for an Application

Application
Forms

Unlike in the EC, there is no standard application form.

However, pursuant to Article 29 of the Law, an application must contain:
e arequest for registration of the AO and /or the grant of the right to use the AO with indication of the
applicant (applicants) and also his (their) location or place of residence;
the designation in respect of which the application is made;
the type of product;
a description of the particular properties of the product;
a mention of the place of manufacture (limits of the geographical area).

The application and annexed documents shall be filed in the Kazakh or Russian language.

The application must be accompanied by the following documents:
e adocument certifying payment of the prescribed fee;
e a statement from the competent body that the applicant is located in the geographical area
specified and manufactures a product whose particular properties are determined by natural and/or
human factors of the geographical area in question;

SRE'G(\)II:I:: ¢ in the case of a foreign applicant a document attesting his right to use the appellation of
Dggpmelntg origin in question in the country of origin of the product (the EC Certificate can be used for
u these purposes);
e asimple signed power of attorney (if the application is filed through a representative).
If the documents are written in a foreign language, the applicant shall submit within two months following
the date of filing of the application their translation into the Kazakh or Russian language.
Committee for Intellectual Property Rights
Administra- Ministry of Justice
Res tI:r?sible 47 Omarov Str.
b 473000 Astana

Registration

Tel. (731) 72 39 07 65
Fax. (731) 72 39 07 65
E-mail: kazpat@nursat.kz

Website: http://www.kazpatent.org

O'CONNOR AND COMPANY

EUROPEAN LAWYERS

73 Insight Consulting



mailto:kazpat@nursat.kz
http://www.kazpatent.org/

Continent: Eurasia
Country: Kazakhstan

Costs

Costs of
registration

e Application fee: $ 55 (€ 4);
e Expertise of examination: $ 70 (€ 55);
e Certificate for the Right to use an Appellation: $ 92 (€ 72).

All documents must be submitted in Kazakh or Russian, therefore the costs of translation need to be taken
into account.

Costs of
litigation

Between € 500 and € 1500 depending on the complexity of the case.

Timeframe

Registration

Between 6 and 10 months (approximately, not indicated in the Law).

As in the EU, protection is granted for an unlimited period of time (Certificates for Use are granted
for 10 years, renewable for consecutive periods of 10 years), provided that a product manufactured on

Protection | the territory of the specific geographical area retains the properties which are typical of that area according
to the registration certificate (for this purpose a statement of the competent authority for verifying the link
between the geographical area and the product will be necessary).

Additional information
None.
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Continent: Eurasia
Country: Korea (North)

Country: North Korea

International Legal Framework

Democratic People’s Republic of Korea (North) is a member of the World Intellectual Property Organization from 17 August
1974, a signatory to the Paris Convention for the Protection of Industrial Property and the Madrid Agreement from 10 June
1980 and the Madrid Protocol Concerning the International Registration of Marks from 10 June 1980.

North Korea is signatory of the Lisbon Agreement for the Protection of Appellations of Origin and their International
Registration from 4 January 2005.%" According to that Agreement appellations of origin registered in the International
Regqister established by the Agreement are protected in all countries parties to that Agreement (among them France with
564 reqistrations and Italy with 26 registrations).

North Korea is not a WTO Member.*

There are no bilateral agreements between the EC and North Korea specific to Gls.

National Legal Framework

Type of Sui generis protection of Gls. However, it is unclear whether ex officio protection is available.
Protection

Relevant o Law of Appellations of Origin of the D.P.R. of Korea of 15 March 2005, Decree of the Standing
Regulatory Committee of the Supreme People's Assembly of the Department of Trademarks and Industrial
Framework Designs of the State Administration for Quality Management (hereinafter referred as “the Law”).

Scope of The scope of application of the Law is more extensive than the scope of the EC system (concerns
protection | goods: natural, agricultural, mining and industrial products and handicrafts, but not services).

Source The text of the Law is not available electronically.

Summary of
the See above.
Operational
Provisions

Specific
Provisions | See above.
(issue of
Generics,
Reciprocity)

Formal Requirements for an Application

Application | See above.
Forms

Relevant See above.
Supporting

®1 Source of information: http://www.wipo.int/treaties.
%2 Source of information: http://www.wto.org.
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Continent: Eurasia
Country: Korea (North)

Documents
Trademark and Industrial Design Department
Administra- | Metrology and Quality Control Bureau
tion Songyoguyok
Responsible | SON9Yo 2 dong
for Pyongyang

Registration

Tel.: (850 2) 381 6025
(850 2) 381 4410/4416/4427/2100 (Invention Office)
Telefax: (850 2) 381 4537

Costs

Costs of
registration

There is no official web site of the Trademark and Industrial Design Department.

Costs of
litigation

Would depend on complexity of the case, however very little information is available as to the IP litigation in
the Democratic People’s Republic of Korea.

Timeframe

Registration

The registration of 2 Korean Gls was completed in 6 months after the establishment of the registration
system.

Protection

Appellations of Origin are protected for an indefinite period of time (as long as the conditions for Gl
protection are respected).

Additional information

Two appellations of origin were registered in HF & FFA|RQZ | (transliteration - Paektusan Kasiogalpi for tea) and

1’ d1e{@I4 (transliteration Kaesong-Koryo-Insam or elixir of life) (information from the database of the Lisbon
International Registrar http://www.wipo.int/ipdl/en/search/lisbon/search-struct.jsp). Two
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Continent: Eurasia
Country: Korea (South)

Country: South Korea

International Legal Framework

South Korea is a member of the World Intellectual Property Organization from 1 March 1979 a signatory to the Paris
Convention for the Protection of Industrial Property from 4 May 1980 and the Madrid Protocol Concerning the International
Registration of Marks from 10 April 2003.%

South Korea is a WTO Member from 1 January 1995.%

There are no bilateral agreements between the EC and South Korea specific to Gls.

National Legal Framework

Dualism: sui generis protection of Gls for agricultural and fisheries products and trademark
protection of Gl for all goods.

Type of Sui generis protection:| No ex officio protection is available, protection is provided only at the request of
Protection | an interested party.
Trademark regime:| No ex officio protection is available, protection is provided only at the request of an
interested party.
The legal framework in South Korea is composed of several texts:
e Fair Labelling and Advertising Act No. 5814 of February 5, 1999, entered into force the 1 July
1999;
e Unfair Competition Prevention and Trade Secret Protection Act, NC 911, December 1961, as
Relevant last amended on 3 February 2001;
Regulatory e Foreign Trade Act of the Republic of Korea of December 31, 1986 as Act No. 3895;
Framework e Agro-Fisheries Product Quality Management Act No. 5667 of 21 January 1999 (hereinafter,
referred as “the Law”) entered into force on 1st July 1999;
¢ A Notice Concerning Liquor Labelling;
e The Korean Trademark Act No. 71, promulgated on 26 November 1946, as last amended on 1
July 2005 (hereinafter referred as “the TM Act”).
ISui generis protection: the scope of protection is more extensive than in the EC as it covers all
agricultural and fisheries products
Scope of
protection Trademark regime:I The scope of protection covers all goods (agricultural and/or industrial) but not
services.
The Trademark Act is available at: http://www.kipo.go.kr/eng/.
Source

The Foreign Trade Act is available at:
http://unpani.un.org/intradoc/groups/public/documents/APCITY/UNPANO011483.pdf#tsearch="Korea%20For

€eign%20Trade%20Act'.

83 Source of information: http://www.wipo.int/treaties.
% Source of information: http://www.wto.org.
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Continent: Eurasia
Country: Korea (South)

The other texts are not available electronically.

Summary of
the
Operational
Provisions

IPassive protection of Gls:|

The Unfair Competition Prevention and Trade Secrets Protection Act prohibits, as unfair competition,
the use of a geographical indication that will cause confusion, or “mislead the public into believing that the
place of production, manufacturing or processing is different from the actual place of production,
manufacturing or processing”.

The Fair Labelling and Advertising Act also prevents deceptive labelling and advertising that may
mislead consumers on the product's origin.

The Trademarks Act prevents registration of trade marks consisting of a "conspicuous geographical
name". Any trademark containing geographical indications for wines or spirits originating in any WTO
Member cannot be registered (Article 7(1)(xiv)). Finally, well-known or famous marks are protected by way
of barring the registration of a mark which is identical with, or similar to, such marks.

A Notice Concerning Liquor Labeling and Article 7(1)(xiv) of the Trademark Act provide for enhanced
protection of Gls for wines and spirits. The use of Gls to identify wines or spirits that do not originate in
the place indicated by the Gl is prohibited, even if the true origin is given or the Gl uses expressions like

"kind", "type", "style", or "imitation".

The Foreign Trade Act prohibits the imports or exports with false origin indications or infringing Gls (Article
39).

iSui generis protection of Gls|

The Agro-Fisheries Product Quality Management Act (1999) provides for the protection of agricultural
and fisheries products.

Please note that it is not expressly stated that the legislation provides for the registration of foreign
Gls.

The text of the Law was not available at the time of the research. However, it would appear that the Act
defines geographical indication of agricultural and fisheries products in Article 2, prescribes the registration
of geographical indications (Article 8) and prohibits false indications (Article 9). In addition, an enforcement
Decree would appear to provide the requirements and procedures of the registration of geographical
indications. These must be registered with the Geographical Indication Registration Council of the National
Agricultural Products Quality Management Service or of the National Fishery Products Quality
Management Service.

Using a false mark of a registered Gl on agricultural or fishery products is subject to imprisonment of up to
three years or a maximum fine of W 30 million (~ 25.950 €).

Trademark regime|

The Korean Trademark Act provides for the registration of all goods with a geographical indication as
“collective marks with a geographical name”. The geographical indication has to identify goods with
“exceptional quality or high reputation”, and the applicant must be a group consisting of producers,
manufacturers, or processors of the goods.

Marks should be registered with the Korean Intellectual Property Office ("KIPO"). The applicant has to
submit an article of association describing the product's quality, fame, and other characteristics, as well as
the link between the region's natural or human factors and the characteristics of the product. Like in the
EC, there is an opposition procedure available. Once a trademark application is published in the Official

Gazette, called the “Trademark Publication Gazette”, any person may file an opposition within 30 days from
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Continent: Eurasia
Country: Korea (South)

the publication date (Article 25 of the Law). An appeal and trial procedure are available to the applicant; it is
conducted in the Industrial Property Tribunal.

Specific
Provisions
(issue of
Generics,
Reciprocity)

None.

Formal Requirements for an Application

Like in the EU, there is one standard application form available at the official website of the KIPO
(http://www.kipo.go.kr/eng/).

It is indicated that an application should contain (Article 9 of the Law):

?gfr::at'on e The name and domicile of the applicant for trademark registration (if the applicant is a legal entity,
the title and place of business);
e The name and domicile, or place of business, of the agent, if any (if the agent is a patent
corporation, the title, place of business and the name of the appointed patent attorney);
e The trademark;
e The list of designated goods and the class of goods.
Relevant e 10 specimens of the trademark (7cm x 7cm or smaller in size);
Supporting o If the right of priority is claimed, the priority document;
Documents e A power of attorney.
Korean Industrial Property Office (KIPO)
Ministry of Trade, Industry and Energy
Administra- | Government Complex — Daejeon Bldg.4
tion 920 Dunsan-dong, Seo-gu
Responsible | Daejeon Metropolitan City 302-701
for Tel.: + 82.42 481.50.64/72

Registration

Fax: + 82.42 472.34.59
E-mail: kipoicd@kipo.go.kr
www.kipo.go.kr/eng

Costs

Costs of
registration

Sui generis protection of Gls|

e Gl registration fee under the Agro-Fisheries Product Quality Management Act (1999) is 100,000 W
(won) (~86 €).

Trademark regime;]

e Trademark registration fee is ~ 750 €.

Costs of
litigation

Approximately between Won 1.000.000 (~€ 835) and Won 1.350.000 (~€ 1127).
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Timeframe

Registration | Not provided by the Law.

Protection

Sui generis protection of Gls]

There is no information available as to the protection granted to Gls under the Agro-Fisheries Product
Quality Management Act (1999).

Trademark regime;]

The term of a trademark right shall be 10 years from the date of registration of its establishment, and may
be renewed for an additional period 10 years.

Additional information

The famous geographical indications in Korea are Bosung Green Tea Cheongan Chestnuts from Gongju, Geumsan
Ginsengs, Seusan Garlics, Goesan Chilies, and Chungju Apples.
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Continent: Eurasia
Country: Kuwait

Country: Kuwait

International Legal Framework

Kuwait is a member of the World Intellectual Property Organization (WIPO) from 14 July 1998.%
Kuwait is a WTO Member from 1 January 1995.%
There is no agreement between the EC and Kuwait specific to Gls.

National Legal Framework

ISui generis protection:| established by the Law of 2001 on the Protection of Geographical Indications,
however, the government of Kuwait is currently in the process of drafting the implementation regulations to
the Law on Geographical Indications, but has not yet set a date by which these will be submitted to the
National Assembly. Enforcement of this Law and well as other IP laws remains inadequate to prevent

Type 9f widespread marketing of pirated products. Therefore, it appears that at the moment Kuwait
Protection h . AR . .
provides the protection of geographical indications via trademark regime.
Trademark protection:| (no ex officio protection is available, protection is provided only at the request of
an interested party).
ISui generis protection]
e Law No. 1 from 2001 on the protection of geographical indications (the text of the Law is not
available electronically).
Relevant | Trademark protection:]
Regulatory e Legislative Decree No.10 for the year 1991 with Respect to Trademarks (hereinafter referred
Framework as “the TMs Law”).
However, no implementing rules have been enacted so far. The US Trade Representative (USTR) through
its Annual Report (Special 301" Annual Review for 2005) had included the Kuwait Government in "Priority
Watch List" for its failure to provide sufficient IP protection for its Industry.®’
ISui generis protection:]
Applicable to goods only (agricultural and/or industrial with exclusion of alcoholic beverages and pork
products).
Scope of
protection Trademark regime|
Applicable to goods (agricultural and/or industrial) and/or services. Trademarks for alcoholic beverages and
pork products are excluded.
ISui generis protection:] The text of the Law is not available.
Source

Trademark regime:| The text of the TM Law can be found on the official web site of the Arab Society for
Intellectual Property http://www.aspip.org.

8 Source of information: http://www.wipo.int.
% Source of information: http://www.wto.org.
" For more information consult http://www.ustr.gov.
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Continent: Eurasia
Country: Kuwait

Summary of
the
Operational
Provisions

[Trademark regime|

It appears that at the present moment due to the absence of the Register of Geographical
Indications the EC geographical indications (Gls) may be registered as trademarks in Kuwait
provided that they meet definitions established by the Law.

The Law provides that geographical names if their use is likely to cause confusion regarding the source or
origin of the goods, may not be registered in Kuwait (Article 62.6 of the Law).

Once a trademark application is filed, the trademark is examined as to its registrability. In case the
Registrar rejects a trademark, the applicant may file an appeal in court within 30 days as of the date of
the official notification (Article 71 of the Law). Trademark applications accepted by the Registrar are
published in three consecutive issues of the Official Gazette of Kuwait (Al-Kuwait Al-Youm).

As in the EC, there is a period open for filing opposition by any interested party. The statement of
opposition to the registration of a trademark should be submitted to the Registrar within the prescribed
term of thirty days, as from the date of the last (third) publication of the relevant notice in the Official
Gazette.

An opposition statement requires a counter statement to be filed within 30 days by the applicant in order to
maintain the trademark application in force. All opposed trademark applications remain pending with the
Registrar until he takes a decision or a court decision is issued in favor of either party or an amicable
settlement is reached by the parties concerned. In the absence of opposition, the relative certificate of
registration will be issued.

The assignment of a trademark can be recorded once the trademark is registered. In fact, unless an
assignment has been entered against the trademark in the register, it will not be effective vis-a-vis third
parties. Recordal particulars are endorsed on the certificate without publishing it in the official gazette.

Use of trademarks in Kuwait is not a prerequisite for filing applications for registration or for maintaining
trademark regqistrations in force. However, a trademark registration is vulnerable to cancellation by any
party who can convince the court that the trademark was not actually used in a serious manner for five
consecutive years, or that there was no bona fide of using the trademark on the goods in respect of which
the trademark was registered.

Level of protection: Unauthorized use of a trademark registered under the law or an imitation of such a
trademark applied on goods of the same class, or sale, storing for the purpose of sale, or exhibiting for sale
of goods, bearing a counterfeit mark by another person to serve the purpose of unauthorized promotion of
goods of the same class, are offenses punishable under the law in Kuwait.

Specific
Provisions
(issue of
Generics,
Reciprocity)

None.

Formal Requirements for an Application

Application
Forms

Trademark regime;]

e A legalized copy of the home registration certificate of the trademark showing clearly the validity
term of the registration and the goods and/or services desired to be registered. In the absence of a
home registration, a legalized copy of any foreign registration of the trademark can be used along
with a certificate proving that the trademark is not registered in the home country. The latter
document, which should also be legalized up to the Kuwaiti Consulate, can be in any one of the
following forms (Documents in other than English or Arabic should be accompanied with a sworn

English translation):
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Continent: Eurasia
Country: Kuwait

a) A certified copy of the trademark application in the home country;

b) An official search report showing that the trademark is not registered in the home country.
A letter from the Registrar of Trademarks in the home country addressed to the Registrar
of Trademarks in Kuwait to this effect will serve the purpose;

A declaration executed by an officer of the applicant company, sworn before a notary
public, and stating that the applicant company has no registration of the trademark in the
home country.

<)

Trademark regime;]

Relevapt e A power of attorney legalized up to the Consulate of Kuwait;
Supporting e Twelve prints of the trademark for each class (preferably not exceeding 5x5 centimetres each).
Documents Additional publication charges are to be paid for a large size print. The prints can be prepared
locally upon request. The prints should be in exact conformity with the form of the mark shown on
the basic certificate of registration.
Administra- | Industrial Property Office
tion P.O. Box 2944
Responsible | safat 13030
for

Registration

Tel: (+965) 246.91.31
Fax: (+965) 246.27.98

Costs

Costs of
registration

Trademark regime|

e Filing a mark application in one class up to Registration $300 (€240);
Filing a simultaneous mark application in one class up to Registration $290 (€232);
Amendment the list of goods $180 (€144);
Opposition Action before the registrar including one hearing $200 (€160);
Counter-opposition action before the registrar $170 (€136);
Renewal of a mark during the 1st year of the protection period $95 (€76);
Renewing a mark registration within 6 months of the expiry date $100 (€80).

Costs of
litigation

Trademark regime:| Starting from €400.

Timeframe

Registration

Trademark regime:| From 6 to 12 moths.

Trademark regime:| 10 years renewable in periods of 10 years (Article 77 of the Law). The Trademark Law

Protection | provides for a six-month grace period for late renewal of a trademark registration subject to payment of a
lateness fine. A trademark, which lapses, may be re-registered in the name of a third party at any time.
Additional information
None.
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Continent: Eurasia
Country: Kyrgyzstan

Country: Kyrgyzstan

International Legal Framework

Kyrgyzstan is a member of the World Intellectual Property Organization (WIPO) and a signatory to the Paris Convention on
the Protection of Industrial Property and to the Madrid Agreement on the International Registration of Trademarks from 25
December 1991. Kyrgyzstan subsequently signed the Protocol to the Madrid Agreement on the International Registration of
Trademarks which came into force on 17 June 2004.%

Kyrgyzstan is a WTO Member from 20 December 1998.%°

There are no bilateral agreements between the EC and Kyrgyzstan specific to Gls.

National Legal Framework

Type of Sui generis protection. No ex officio protection appears to be available, as protection is provided only at
Protection | the request of an interested party, (e.g., producers).

RI:eI:I\:::t  The Law "On Trademarks, Service Marks and Appellations of Places of Origin of Goods",
g ry No. 7 of 14 January 1998 (hereinafter, referred as “the Law”).

Framework

s f The scope of application of the provisions on AOs of the Law is more extensive than the scope of
c<t>pet_o the EC system (concerns goods: natural, agricultural, mining and industrial products and handicrafts, but

protection | 5t services).

The English version of the Law is available on:

Source

http://www.patent.com.kg/marks8.php.

Definition of appellation of origin (AO) is similar to one provided by the EC Regulation (Article 27 of
the Law). Names and signs that meet such definition may be registered.

Applications for registration of an AO must be filed with the Kyrgyz Patent & Trademark Bureau
(hereinafter referred to as “the Kyrgyzpatent”, the authority responsible for the registration and protection of
appellations of origin). The Kyrgyzpatent first carries out a preliminary examination of the application
which can also begin upon formal request in writing by the applicant within two months as from the
date of filing the application. After a preliminary and formal examination, applicants are notified about the
Summary of | rejection of an application or acceptation for a substantial examination (Article 30 of the Law).

the
Operational | Applicants have the right to file an appeal against the decision following the formal or substantive
Provisions | examination with the Appellate Council within three months from the date of receipt of such decision. The
Appellate Council must examine an appeal within four months. An appeal is also possible against
decisions of the Appellate Council by means of normal legal proceedings before the court within six
months (Article 31 of the Law).

The registered AO is published in the Official Bulletin within three months as from the date of its inclusion
in the register and the Kyrgyzpatent must issue a certificate attesting such registration and/or the right to
use an AO within the same term.

As in the EU, interested persons may file an opposition with the Appellate Council against the registration

% Source of information: http://www.wipo.int.
% Source of information: http://www.wto.org.
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Continent: Eurasia
Country: Kyrgyzstan

of an AO or against the granting of the right to use the AO within four months.

Level of protection under the Law appears to be different from the level provided under the EC law.

Specific
Provisions
(issue of
Generics,
Reciprocity)

There are no _provisions in _the law on the protection of geographical indications in translation or in

combination with terms “kind”, “type”, “similar”, etc.

The Law does not apply to generic names used as common names for goods in Kyrgyzstan. No provisions
on the modalities used to determine the generic nature of a name are included in the Law.

Article 36 of the Law states that the persons who do not have the certificate shall not be allowed to use the
registered AO, and also use a similar appellation for identical goods which can mislead consumers with
respect to the place of origin and special properties of the good.

The owner of certificate may place a warning mark by the side of the AO, which indicates that the
designation used is the AO registered and protected in Kyrgyz Republic (Article 37 of the Law).

Foreign natural and legal persons may register their geographical indications in Kyrgyzstan in accordance
with the principle of reciprocity (Article 42 of the Law). Article 43 states that international treaties to which
Kyrgyzstan is a signatory may prevail over the national law. Therefore, the EC geographical indications
can be registered in Kyrgyzstan.

Article 38 lists the causes of invalidity and loss of legal protection of registered AOs such as, for instance,
the loss of the right to the use of an AO in the foreign country of origin of the good.

Formal Requirements for an Application

Unlike in the EC, there is no standard application form.

However, pursuant to Article 29 of the Law, an application must contain:
e arequest for the registration and for granting the right to use the AO of goods or granting the right
to use an AO of goods which has already been registered,;
e the indication of the applicant (applicants) and also his (their) location or residence;

Application e the designation applied for;
Forms ¢ the kind of a good for whose designation, registration and/or the right to use an appellation of place
of origin of goods is sought ;
e the indication of the place of manufacture (bounds of the geographic place);
e description of special properties of the product.
The EC specifications may be potentially re-used for these purposes.
Application shall be filed in Kyrgyz or Russian language.
The application must be accompanied by the following documents:
e a statement of a competent body to the effect that the applicant is located in the indicated
geographic area and manufactures a good whose special properties are determined by natural
Relevant conditions or human factors typical for that geographic area or by human factors or natural
Supporting conditions simultaneously;
Documents e for a foreign applicant: a document proving his right to the claimed AO in the country of

origin of goods;
e adocument certifying payment of the prescribed fee.

The documents enclosed to the application shall be filed in Kyrgyz or Russian languages.
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Country: Kyrgyzstan

Administra-
tion
Responsible
for
Registration

State Agency of Science and Intellectual Property under the Government of the Kyrgyz Republic
(Kyrgyzpatent)

62 Moskovskaya Street

Bishkek 720021

Tel. (996 312) 68 08 19

Fax (996 312) 68 17 03

E-mail: info@patent.com.kg

Website: http://www.patent.com.kg

Costs

Costs of
registration

e Filing an application for registration and granting the right to use the AO is $ 400 (~€ 317);
¢ Issuance of a certificate for the right to use the appellation of origin is $ 550 (~€ 436);
e Issuance of a copy of the certificate is $ 200 (~€ 158).

Costs of
litigation

Costs for legal assistance on the case are between € 500 and € 2500 (depending on the complexity of the
case).

Timeframe

Registration

The timeframe for the preliminary examination is not clear (at least 2 months). The substantive examination
takes a maximum of 12 months. In total, not less than 10 months.

10 years renewable for consecutive periods of 10 years provided that a formal attestation is carried out by
a competent body on the persisting link between the product and the manufacturer and the geographical
area in question (Article 33 of the Law).

Protection
An additional fee for the renewal needs to be paid to the Kyrgyzpatent with the six months term after the
expiration of the term of validity of the certificate.
Additional information
None.
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Continent: Eurasia
Country: Lao People’s Democratic Republic

Country: Lao People’s Democratic Republic

International Legal Framework

Laos is a member of the World Intellectual Property Organization from 17 October 1994 and a signatory of the Paris
Convention for the protection of industrial property since 8 July 1998.7°

Laos is not a member of the WTO yet but it has requested accession in 2004. Negotiations are ongoing.”

There are no bilateral agreements between the EC and Laos specific to Gls.

National Legal Framework

Protection is currently available only through the trademark regime.

Type of A draft law establishing a Sui generis system of protection for geographical indications is under discussion.

Protection
No ex officio protection is available under the trademark regime, protection is provided only at the request
of an interested party (e.g., producers).

Relevant
Regulatory ¢ Prime Minister’s Decree on trademark of 18 January 1995 (hereinafter, referred as “the Law”).
Framework
Scope of | 10 5cope of the trademark law covers all goods and services.
protection
s The electronic version of the Law is available at http://www.ecap-
ource

project.org/fileadmin/ecapll/pdf/en/information/laos/Lao Trademark Decree.pdf.

It appears that European Gls can be registered as collective marks in Laos.

Marks likely to mislead the public or trade circles, in particular as regards the geographical origin, nature,
characteristics of the goods or services, will not be registered.

Procedure: Application to register a trademark must be made with the Science, Technology and

S Environment Organization. Applicant from a foreign country must have a representative authorized in the
ummary of

the Lao PDR.
?,':g;?;'igl:‘:l The Science, Technology and Environment Organization receives and examines the application, issues the

certificate and publishes the result of the above registration.

Registration provides for an exclusive use of the trademark and access to court proceedings. Exclusive
rights terminates if the registered trademark is not used during a continuous period five years, unless it is
shown that special circumstances prevented the use of the trademark.

The infringer of right under the trademark can be subjected to legal sanction.

% Source of information: http://www.wipo.int/treaties.
" Source of information: http://www.wto.org.
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Continent: Eurasia
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Specific
Provisions
(issue of
Generics,
Reciprocity)

The use of a registered trademark is subject to prior authorization of the owner of registered
trademark and notification to the Science, Technology and Environment Organization.

In order to use the trademark, the entity must have a permission of the owner of trademark, defining the
characteristics and quality of goods and services bearing the mark. In the case of partial assignments, the
agreement must provide for the right of the owner of trademark to verify the quality of goods or services.

The principle “first in time, first in right” is upheld (the first application as priority). However, the Law
recognises the right for an applicant who has registered a trademark in a foreign country to appeal the
priority date in accordance with the international principles and laws or regulations of the country
concerned relating to the protection of intellectual property.

Formal Requirements for an Application

Unlike in the EC, there is no standard application form. The following documents are requested:
e Arequest for the registration of trademark;

Application e Some specimens of trademark;
Forms e Alist of the goods or services with the description of characteristics and quality that are to bear the
mark and other necessary relevant documents;
e The rules governing the use of the collective mark.
Relevant
Supporting | None.
Documents
Department of Intellectual Property, Standardization and Metrology
Administra- | Science, Technology and Environment Agency
tion Prime Minister's Office
: P.O. Box 2279 — Vientiane
ReSpf%':s'b'e Tel: (85621) 213470, 240784

Registration

Fax: (85621) 213472
E-mail: diplao@stea.gov.la
http://www.stea.la.wipo.net/index.html

Costs

Costs of
registration

Approximately 112 US $ (~88 €).

Costs of
litigation

The costs of litigation vary according to the facts and circumstances, as well as the complexity of each
action.

Timeframe

Registration

Six months from the filing date.

Protection

The certificate of registration of trademark shall be for period of ten years from the filing date of the
application for registration and may be renewal every ten years.

None.
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Continent: Eurasia
Country: Lebanon

Country: Lebanon

International Legal Framework

Lebanon is a member of the World Intellectual Property Organization (WIPO) from December 1984, a member of the Paris
Convention from September 1924 and a signatory to the Madrid Protocol also from September 1924."

Lebanon has an observer status in the WTO."

There are no bilateral agreements between the EC and Lebanon specific to Gls.

National Legal Framework

Trademark regime: No ex officio protection is available under the trademark regime, protection is provided
only at the request of an interested party.

Type of
Protection | | ebanon is preparing a special law for the protection of geographical indications. This law was
drafted by the Ministry of Commerce but was not yet discussed or approved by the Lebanese government.

Relevant . .
Regulatory * Industrial Property La“w, Dem;ee No. 2385 of 1924, as revised by the Law of January 1946
Framework (hereinafter referred as “the Law”).

Scope of Applicable to goods (agricultural and/or industrial) and/or services. Trademarks for alcoholic beverages are

_— excluded.
protection
S The English version of the Law is available on the official web site of the Arab Society for Intellectual

Property http://www.aspip.org.

Summary of
the
Operational
Provisions

Article 70 of the Law specifically mentions collective (common) marks as the form of protection available for
geographical indications, when agricultural or industrial companies which are licensed by the government,
may acquire the right to have a common trademark to protect thereby the quality of the industry of their
goods, their source or origin, or their products. Members of these companies alone shall have the right to
use this common trademark or label which is separate from the personal trademark which each of them
may acquire for itself. Therefore, the EC Gls can be registered in Lebanon as collective (common)
trademarks.

Once a trademark application is filed, it is examined as to whether it is contrary to the public order and
morals or representing national or foreign decorations. Also, it is examined as to its registrability and
existence of prior rights. If similar or identical trademark registrations exist under the same class, a Notice
of Similarity has to be signed on behalf of the client as an acknowledgement of taking note of the existence
of these conflicting registrations. A trademark is deemed registered upon payment of the filing fees (Article
80 of the Law). Unlike in the EC, there is no provision for opposition.

Under normal circumstances, the registration of a trademark is completed within a two-week period; while
the relevant registration certificate is issued within two weeks of the registration date.

In Lebanon, the use of a trademark is not compulsory for filing applications, maintaining trademark
registration in force, or for renewal or maintenance of a trademark.

Level of protection: Unauthorized use of a registered trademark, an imitation of a trademark applied on
goods of the same class, sale, storing for the purpose of sale, exhibiting for sale of goods bearing a
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counterfeit mark, or using a mark duly by another party in order to serve the purpose of unauthorized
promotion of goods of the same class are all offences punishable under the law.

Specific
Provisions
(issue of
Generics,
Reciprocity)

None.

Formal Requirements for an Application

e The name, address and nationality of the applicant and the nature of its business;

Apggf;ts'on e The list of the goods to be covered by the application;
e A certified copy of the home certificate of registration or an application is required only for claiming
convention priority, which can belatedly be filed within three months of the filing date.
Relevant
Supporting e A simply signed power of attorney;
Documents e Ten prints of the trademark.
Intellectual Property Protection Office

Administra- | Hamra

tion Rue Abdel-Aziz
Responsible | Beirut

for Tel: (+961.1) 34.51.78

Registration

Fax: (+961.1) 34.78.00
E-mail: s.faour@economy.gov.lb

Costs

Costs of
registration

Filing a mark application in one class is $ 450 (€ 358);

Filing a simultaneous mark application in one class is $ 425 (€ 338);

Filing a mark application in each additional class included in the same application is $ 280 (€ 223);
Filing a trademark application in one class attached to domain name registration is $ 360 (€ 287);
Publication charges of a mark application in black and white - cm 7.5 is $ 125 (€ 99.5);
Publication charges of a mark application in black and white - cm 14 is $ 350 (€ 279);

Publication charges of a mark application in color - cm 7.5 is $ 350 (€ 279);

Publication charges of a mark application in color - cm 14 is $ 1000 (€ 796);

Obtaining the registration certificate is $ 130 (€ 103.5);

Renewal of a mark registration in one class is $ 260 (€ 207);

Stamp duty on the renewal certificate is $ 125 (€ 99.5);

Translation from English into Arabic (per 200 words) is $ 20 (€ 16).

Costs of
litigation

Depending on the complexity of the case, normally starting from € 500.

Timeframe

Registration

Normally 1 month.

Protection

A trademark registration is valid for 15 years as from the registration date and renewable for indefinite
similar periods (Article 77 of the Law). Filing a late renewal application is possible through a grace period of
3 months from the date of expiration.

Additional information

None.
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Country: Former Yugoslav Republic of Macedonia

International Legal Framework

The former Yugoslav Republic of Macedonia is a member of the World Intellectual Property Organization (WIPO) and a
member of the Paris Convention both since 8 September 1991. The country is a signatory to the Madrid Agreement since 8
September 1991, and also a signatory to the Madrid Protocol since 30 August 2002.”

The country is a WTO Member since 4 April 2003."

There are no bilateral agreements between the EC and the former Yugoslav Republic of Macedonia specific to Gls.

National Legal Framework

Type of Sui generis protection. It appears that ex officio protection is available, since governmental bodies may
Protection | initiate the proceedings and control the use of registered geographical names.

e Act of Industrial Property of 1993 (Part Four “Appellation of Origin and Geographical

Relevant indication”), last amended in 2004 (hereinafter referred as “the Law”);
Regulatory e Regulations for Appellation of Origin and Geographical Indication of 2004,
Framework ¢ Regulations for the Procedure for Recognizing Appellation of Origin and the Procedure for

Recognizing right for use an Appellation of Origin or a Geographical Indication.

Scope of The scope of application of the Law is more extensive than the scope of the EC system (concern
protection goods: natural, agricultural, industrial, home-made products and handicrafts, but not services).

The text of the Law is available on http://www.ippo.gov.mk/eng/zakoni.html, as well published in the Official
Source Gazette "No. 42/93 of 15. 07. 1993 and No. 24/98 of 28. 05. 1998). The electronic versions of the
Regulations in English are not available.

Definitions of Appellations of Origin and Geographical Indications are similar to one provided by
the EC legislation (Articles 165 and 166 of the Law). Names and signs that meet such definition may be
registered.

Applications for registration of AOs and Gls must be filed with the Industrial Property Protection Office
located in Skopje (hereinafter, referred to as the IPPO), the authority for the registration of Appellations of
Origin and Geographical Indications. The applications are first examined formally (within 30 days) and than
Summary of | substantially (no time limit is indicated by the Law). The decision of the IPPO to grant protection is a basis
the for entering a geographical name to the State Register (conditional on the payment of the prescribed fees).
Operational
Provisions | Decisions refusing to grant protection by the IPPO can be appealed in the court.

The registration is published in the Official Gazette of the IPPO and the Certificate of Use is issued within 6
months of the decision (Article 192 of the Law).

Unlike in the EC law, there is no opposition procedure available under the Law.

It appears that, under the Law, the level of protection is identical to that provided in the EC: No
registered AOs or Gls may be used in the cases when the goods do not come from the indicated

" Source of information: http://www.wipo.int.
> Source of information: http://www.wto.org.
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geographical area or when they are used in translation or in combination with expressions such as “sort of”,
“kind of”, “imitation” and “the like". The use of false or misleading information as to the origin, nature or
essential qualities of the product on its packaging, or in advertising material or documents relating to the
product is also prohibited (Article 195 of the Law).

Specific
Provisions
(issue of
Generics,
Reciprocity)

As in the EC, generic names may not be protected (definition of generic names is provided in Article
171 of the Law, but, unlike in the EC, no criteria exists on how to establish a generic nature of the name).

The EC Gls can be registered in the former Yugoslav Republic of Macedonia, as Article 173 of the
Law provides equitable treatment of domestic and foreign persons.

The translations of Appellations of Origin and Geographical Indications are protected (Article 195 of the

Law).

Formal Requirements for an Application

Application
Forms

Unlike in the EC, there is no standard application form provided by the Law.
However, the Law indicates that an application must contain (Article 5 of the Law):

e a request for registration and/or provision of the right to use the appellation, containing details of
the applicant and his place of business or residence;

e the claimed appellation;

e an indication of the good for which registration and/or provision of the right to use the appellation
are requested, with an indication of the geographical location in which the good is produced,;

e a description of the particular features (history of production, basic physical, chemical,
microbiological and/or organoleptic characteristics) of the good (where necessary-also of the raw
material);

e If necessary, a description of the local original method by which the good is produced;

e controls over production;

e details about the special labelling in connection with the appellation.

The application shall be filed in the local language.

The EC specification can be potentially re-used for the registration.

In addition to the aforementioned requirements, an application must be accompanied by a document
certifying payment of the application fee in order to be considered valid.

Relevant
Supporting | For foreign applicants: a true copy of public certificate or another legal act in the official language of the
Documents | country of origin, as evidence that the geographical name has been protected in that country or that the
right to use has been granted to the authorized user, as well as certified translation in the local language
(Article 175 of the Law).
Industrial Property Office
Administra- | llindenska b.b.
tion 1000 Skopje
Responsible | Tel: + 389(023)116379
for Fax: +389(023)116041

Registration

E-mail: mail@ippo.gov.mk
Website: http://www.ippo.gov.mk
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Costs

Application fee for the authorized user of the appellation of origin: MKD 600 (€ 10);
Maintenance fee for 5 years: MKD 4000 (€ 65);

Renewal fee: MKD 2000 (€ 32.5);

Publication of registered rights for using an Appellation of Origin: MKD 1050 (€ 17);
For publishing the authorized user of Appellation of Origin: € 35;

Publication of the changes: € 7.5;

Extract of the register: € 5.

Costs of
registration

Costs of Costs for legal assistance on the case are between € 800 and € 2000 (depending on the complexity of the
litigation case).

Timeframe

Registration | Approximately 8 — 12 months.

Protection | 5 years; renewable for similar periods.

Additional information

None.
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Country: Malaysia

International Legal Framework

Malaysia is a member of the World Intellectual Property Organization from 1 January 1989 and a signatory of the Paris
Convention for the Protection of Industrial Propert¥ from 1 January 1989.7°

Malaysia is a WTO Member from 1 January 1995."

There are no bilateral agreements between the EC and Malaysia specific to Gls.

National Legal Framework

Type of Sui generis protection (no ex officio protection is available; protection is only provided at the request of
Protection | any interested party).

e The Geographical Indications Act of 2000, enter into force on 15 August 2001 amended in 2002 by

Rieljl\::\ at‘gt the Act N°A 1141/2002 (hereinafter, referred as “the Law”).
Frasr’newo'l"{ ¢ The Geographical Indication Regulation adopted on 13 August 2001 entered into force on 15 August

2001.

Scope of The scope of application of the Law is more extensive than the scope of the EC system (concerns all
protection | natural and agricultural products as well as any product of handicraft or industry).

Official publication: "Warta" Gazette June 15, 2000.

SIRILER English version of the Act is available at http://www.myipo.gov.my/media/acts/GlAct.pdf
The definition of Geographical Indications is similar to the one provided by the EC Regulation
(Section 2) for protection of geographical indications.
According to Section 3 of the Law, it gives protection of geographical indications:
e regardless whether or not the geographical indication is registered under the Act; and
e as against another geographical indication which, although literally true as to the country, territory,
Summary of region or locality in which the goods originate, falsely represents to the public that the goods
the originate in anot